
 

 

 
  

19 Tex. Intell. Prop. L.J. 361 

Texas Intellectual Property Law Journal 
Spring 2011 

Article 

DIFFERENT INFRINGEMENT, DIFFERENT ISSUE: ALTERING ISSUE PRECLUSION AS APPLIED TO 
CLAIM CONSTRUCTION 

Matthew A. Ferrya1 

Copyright (c) 2011 Intellectual Property Law Section of the State Bar of Texas; Matthew A. Ferry 

 
 Introduction 

 
362 

 
I. 
 

Collateral Estoppel and Markman Orders: The Current State 
 

364 
 

 A. Background 
 

3 
 

 1. Markman Orders and Claim Construction 
 

364 
 

 2. Issue Preclusion in General 
 

366 
 

 B. Regional Circuit Law on Issue Preclusion Regarding Claim Construction 
 

368 
 

 1. Identical Issue 
 

370 
 

 2. Issue Actually Litigated 
 

371 
 

 3. Full and Fair Opportunity to Litigate 
 

372 
 

 4. Essential to a Final Judgment 
 

375 
 

 C. RF and Shire: The Federal Circuit Declines to Voice an Opinion 
 

377 
 

 1. Issue Preclusion for Pre- Markman Claim Construction 
 

377 
 

 2. The Federal Circuit on Issue Preclusion Post- Markman 
 

379 
 

II. 
 

Unique Circumstances for Claim Construction 
 

382 
 

 A. The Accused Product Affects How Parties Write Their Markman Briefs 
 

383 
 

 B. Judicial Procedures Recognize that Markman Briefs are Product-Specific 
 

385 
 

III. 
 

The Proposed Standard 
 

387 
 

IV. 
 

Policy Considerations 
 

388 
 

V. 
 

Conclusion 
 

392 
 

 



 

 

*362 Introduction 

Legal rules such as issue preclusion make clear that, after litigating a specific issue in a final judicial proceeding, two parties 
cannot litigate that same issue a second time. For example, in a dispute between a buyer and seller over an ambiguous 
contract term, the court will allow the issue one and only one judicial outcome. Similarly, in a fight between a tortfeasor and 
a victim, the parties again enjoy one and only one bite at the judicial apple. But what happens in a patent case? 
  
As patent insiders know, patent litigation proceeds in two discrete steps. First, the court determines what exactly the relevant 
patent terms mean.1 Second, the court applies that interpretation to the accused product or service at hand.2 Does issue 
preclusion mean that an accused infringer can argue the meaning of the patent only once, even if that infringer has two 
distinct products or services accused in two entirely different legal proceedings? Or, more concretely, if a court deems party 
A an infringer for device X, A redesigns its product into Y, and A gets sued again for patent infringement, should the court 
close its eyes and plug its ears to new arguments on the patent’s meaning? 
  
This is more than an academic exercise. It is instead a fact pattern that has arisen before and will likely rise again. In TiVo, 
Inc. v. EchoStar Corp., TiVo brought an infringement action against EchoStar, winning a permanent injunction.3 EchoStar 
innovated a unique design-around product, but to no avail.4 TiVo invoked the prior court’s broad claim construction and 
precluded EchoStar from challenging the software claim construction.5 EchoStar effectively jumped from one frying pan into 
another. The prior case bound EchoStar in this new proceeding, even though its new product infringed in a different manner. 
  
This problem is not unique to recorded television. Major industry leaders such as Amazon, Dell, Apple, and Microsoft will 
likely face the same issue in due *363 course. Amazon, Hewlett-Packard, Microsoft, and Verizon, to name a few, all filed 
amicus briefs in the TiVo litigation.6 
  
Put more abstractly, the stakes are high in the first claim construction. If the claim construction works perfectly, all is well: 
we determined what the claim terms were truly meant to mean according to the four corners of the document. But, if the 
claim construction actually takes place under the lens of the accused product or service, we have effectively distorted the 
patent. Any taint from the first product attaches to the now-precluded claim construction and thus to future litigation against 
products or services that are presently unknown. 
  
This article discusses the issue preclusive effect of a court’s patent claim construction. Under current law, claim interpretation 
stands as an issue by itself for purposes of collateral estoppel. This article argues issue preclusion should not apply to claim 
construction as a solitary issue, but only to the joint issue of claim construction with infringement. This article also discusses 
the various policy ramifications in adopting the proposed standard. 
  
Part I details the current state of the law on issue preclusion and claim construction. This section first introduces Markman 
orders and patent claim construction in general, as well as the various requirements for issue preclusion. The article then goes 
on to review Federal Circuit law and regional circuit law on how claim construction satisfies the four elements of issue 
preclusion. The seminal cases TM Patents and Kollmorgen are discussed, providing the reader with a background on the most 
contested area of issue preclusion and claim construction: finality. This section also discusses the pre- and post-Markman 
Federal Circuit law and how it has developed over time. 
  
Part II focuses on the unique circumstances present in patent law. The article argues the issue before a court is not “what does 
this claim term mean?” but rather “what does this claim term mean in light of this particular allegedly infringing device?” 
First, this section shows how Markman briefs are written with the accused product in mind. Second, this section reveals that, 
to a large extent, judges in patent cases recognize the product-sensitivity of claim construction through their Markman 
hearing procedures. Given this reality, the article argues that the current standard could be improved to balance the interests 
of fairness and efficiency. 
  
Part III proposes a new standard. In short, issue preclusion should only apply if the infringement question, as a whole, is the 
same. Specifically, courts should characterize the “identical issues” prong in collateral estoppel as requiring the same *364 
infringement contention in both litigations, encompassing both claim construction of the relevant terms and how the accused 
product infringes those claims. Repeat litigators would only be bound to a prior construction if the accused product infringes 
in the same way. Courts may give reasoned deference to the prior court’s determination if found to be logically solid. 
  
Lastly, Part IV discusses the proposed standard’s policy implications as compared to that of the current standard. Although 



 

 

the current standard boasts uniformity and predictability, this article argues the advantages are only surface deep and do not 
serve any vital public function. Because issue preclusion cannot bind a party that was not in privity to the initial litigation, 
any “public notice” on the claim construction only refers to what binds a prior party. Any newly accused infringer can 
subsequently challenge that holding. Connecting issue preclusion to the union of claim construction and accused method of 
infringement evens the playing field, releasing prior parties from an unjust disadvantage without damaging any actual public 
utility. 
  

I. Collateral Estoppel and Markman Orders: The Current State 

A. Background 

1. Markman Orders and Claim Construction 
  
In the United States, a patent’s claims detail the patent owner’s exclusive rights.7 When a patent owner sues a defendant for 
infringement, the court must first determine the scope of the patent’s claims.8 At least in theory, the court is to construe the 
claims beyond the reach of the accused product.9 Once the court has construed the claims, it then determines whether the 
accused product infringes the patent by meeting every limitation in the claim or claims at issue.10 Quite often, the claim 
construction determines the outcome.11 
  
Prior to 1996, claim construction was an issue of fact, mixed in with the question of infringement, both within the jury’s 
realm. However, following the Supreme Court’s decision in Markman v. Westview Instruments, a district court, not a *365 
jury, must interpret the scope of a patent’s claims.12 Given a patent’s technical complexity, courts frequently hold mini-trials, 
or “Markman hearings,” to color the terms in the patent claims.13 The court solicits “Markman briefs” from the parties, asking 
for their input in claim construction.14 Judges are generally free to interpret the claims at any point in the litigation. According 
to the Federal Circuit, 
[Markman] merely holds that claim construction is the province of the court, not a jury. To perform that task, some courts 
have found it useful to hold hearings and issue orders comprehensively construing the claims in issue. Such a procedure is 
not always necessary, however. If the district court considers one issue to be dispositive, the court may cut to the heart of the 
matter and need not exhaustively discuss all the other issues presented by the parties. District courts have wide latitude in 
how they conduct the proceedings before them, and there is nothing unique about claim construction that requires the court to 
proceed according to any particular protocol. As long as the trial court construes the claims to the extent necessary to 
determine whether the accused device infringes, the court may approach the task in any way that it deems best.15 
Although claim construction is a matter of law, it is interlocutory and therefore can be revised at any time before the 
judgment is final.16 
  
  
  
Parties can appeal a district court’s claim construction to the United States Court of Appeals for the Federal Circuit, which 
holds jurisdiction over all cases “arising under” patent law.17 As issues of claim construction are matters of law, the Federal 
Circuit reviews them de novo.18 From 1996 to 2007, the Federal Circuit held that more than 30% of infringement cases 
appealed from the busiest district courts had incorrectly construed at least one claim.19 
  
*366 2. Issue Preclusion20 in General 
  
Issue preclusion is a judicially created, equitable doctrine designed to preclude the relitigation of issues actually and 
necessarily determined in an earlier proceeding by a valid and final judgment when the determination was essential to that 
judgment.21 In short, the doctrine is meant to prevent parties from getting a second bite at the judicial apple. A litigant can 
only assert issue preclusion against a party involved in the earlier proceeding.22 As a general matter, the party asserting issue 
preclusion must prove the following: 
(1) the issue is identical to the issue decided in the prior litigation; 
  
(2) the issue was actually litigated in the prior litigation; 
  
(3) the party against whom preclusion is sought had a full and fair opportunity to litigate the issue in the prior litigation; and 



 

 

  
(4) the determination of the issue was essential to a final judgment of the prior litigation.23 
However, because issue preclusion is an equitable doctrine, a court may decline its application even if the case meets all the 
above factors.24 According to the Restatement *367 of Judgments, issue preclusion is inappropriate in the following 
circumstances: 
  
  
(1) The party against whom preclusion is sought could not, as a matter of law, have obtained review of the judgment in the 
initial action; or 
  
(2) The issue is one of law and (a) the two actions involve claims that are substantially unrelated, or (b) a new determination 
is warranted in order to take account of an intervening change in the applicable legal context or otherwise to avoid 
inequitable administration of the laws; or 
  
(3) A new determination of the issue is warranted by differences in the quality or extensiveness of the procedures followed in 
the two courts or by factors relating to the allocation of jurisdiction between them; or 
  
(4) The party against whom preclusion is sought had a significantly heavier burden of persuasion with respect to the issue in 
the initial action than in the subsequent action; the burden has shifted to his adversary; or the adversary has a significantly 
heavier burden than he had in the first action; or 
  
(5) There is a clear and convincing need for a new determination of the issue (a) because of the potential adverse impact of 
the determination on the public interest or the interests of persons not themselves parties in the initial action, (b) because it 
was not sufficiently foreseeable at the time of the initial action that the issue would arise in the context of a subsequent 
action, or (c) because the party sought to be precluded, as a result of the conduct of his adversary or other special 
circumstances, did not have an adequate opportunity or incentive to obtain a full and fair adjudication in the initial action.25 
The Restatement also includes “[o]ther compelling circumstances [that] make it appropriate that the party be permitted to 
relitigate the issue.”26 
  
  
  
Collateral estoppel applies to both questions of fact and law.27 A party may use collateral estoppel as a weapon to establish a 
position that the party itself is unable to prove.28 Collateral estoppel can even apply if the prior adjudication was *368 based 
on erroneous facts.29 However, a change in the controlling law prevents issue preclusion.30 
  

B. Regional Circuit Law on Issue Preclusion Regarding Claim Construction 

The Federal Circuit applies regional circuit law for most procedural issues, including res judicata and collateral estoppel.31 In 
two separate concurring opinions, Judge Dyk opined that the Federal Circuit should apply its own law to all instances of 
collateral estoppel instead of regional circuit law in patent cases.32 In Dana v. E.S. Originals, Inc., Judge Dyk pointed out that 
the Federal Circuit chose to apply its own law to res judicata of a consent judgment and to collateral estoppel of a patent’s 
validity.33 Judge Dyk further argued that to apply regional circuit law to other areas of res judicata and collateral estoppel 
would encourage forum shopping and non-uniformity.34 Supporting Judge Dyk’s position in this matter is beyond the scope 
of this article. However, a unified issue preclusion law would be an efficient vehicle in adopting the standard proposed in Part 
III, infra. 
  
As discussed below, the vast majority of courts addressing claim construction and issue preclusion focus on the “finality” 
factor of collateral estoppel. Although *369 this article focuses on a different prong, a statement of the current law will aid 
the reader. The current law is arranged by regional circuit, in line with the Federal Circuit’s decision to apply regional circuit 
law to collateral estoppel on claim construction. Though the tests vary by the number of factors, all of the circuits apply some 
variation of the Restatement’s test.35 
  
*370 1. Identical Issue 
  
The first requirement for issue preclusion is that the issues presented in both litigations be identical. The issues must be 



 

 

exactly identical; merely similar issues do not qualify for issue preclusion.36 An “issue” for the purposes of issue preclusion 
“is a single, certain and material point arising out of the allegations and contentions of the parties.”37 
  
The Federal Circuit has held that the relevant issue for collateral estoppel on claim construction is the scope of the claims 
alone, outside any attachment to an infringement or validity determination.38 Further, courts have used collateral estoppel for 
the same language in different claims of the same patent39 or in a different patent if it is of the same family using the same 
claim terms and a common specification.40 
  
*371 2. Issue Actually Litigated 
  
The second requirement is that the parties must have actually litigated the particular issue in the prior proceeding. The burden 
of persuasion rests with the party asserting issue preclusion.41 If the asserting party does not produce evidence the issue was 
actually litigated in the prior litigation, the current court may not apply issue preclusion.42 In determining whether the issue 
was actually litigated, the court may examine the pleadings and evidence in addition to the prior court’s express finding in a 
valid judgment.43 
  
In general, this prong requires that the parties took the case to trial and the issue was actually litigated before a judge of 
competent jurisdiction.44 Some courts recognize an exception for stipulation if the parties have manifested an intention to be 
bound.45 Similar to stipulations, consent judgments may bind the parties if they too manifested an intention to that effect.46 
  
This element also requires that the previous court actually decided the issue. An issue is “decided” if it was directly raised in 
the pleadings, addressed by all parties, and decided by the court.47 The issue present in the pleadings alone is not sufficient.48 
If a decision is ambiguous regarding the issue under consideration, a court may not say it was decided.49 However, if the issue 
either logically or practically constituted a necessary component of the decision in the prior litigation, a court may deem the 
issue actually decided as an implied decision on the issue.50 
  
As applied to claim construction, a district court must actually construe the claims to have preclusive effect, not just hold for 
or against infringement.51 The *372 Federal Circuit held that a stipulation meant only to apply to a particular, previous 
litigation did not meet the actually litigated prong in Pfizer, Inc. v. Teva Pharmaceuticals, USA, Inc.52 However, absent a 
clear indication to retain the right to challenge the claim construction, a consent order can preclude relitigation of claim 
construction.53 
  
3. Full and Fair Opportunity to Litigate 
  
The third element for issue preclusion is to comply with due process.54 To comply with due process, the party against whom 
issue preclusion is invoked must have been fully represented in the prior litigation.55 Issue preclusion is therefore 
inappropriate against a party not represented, whether directly or by similar interests, in the prior litigation.56 A party can 
invoke overall fairness as a defense against issue preclusion, but courts will also examine the prior litigation’s overall fairness 
only when: (1) the proceedings provided the parties with vastly different measures of procedural protection; (2) the prevailing 
party concealed material information in the prior litigation; or (3) the issue was not relevant enough in the previous litigation 
to afford a sufficient incentive to litigate.57 In addition, issue preclusion can only be asserted against a party that lost the prior 
litigation or a party in privity with the losing party.58 A full treatment of privity for the purpose of issue preclusion is beyond 
the scope of this work. 
  
Due process prevents a court from holding a prior claim construction against a newly accused infringer who has not had its 
day in court.59 A district court may still look to the prior court’s construction as instructive and adopt it if the defendant *373 
does not offer any new and persuasive arguments.60 Though rarely applied, the Court in Blonder-Tongue v. University of 
Illinois stated that issue preclusion will not apply in “one of those relatively rare instances where the courts wholly failed to 
grasp the technical subject matter and issues in suit.”61 Although the Court was concerned with patent validity, the reasoning 
can be equally applied to claim construction. The Federal Circuit has also emphasized that “an inappropriate inquiry is 
whether the prior finding of invalidity was correct; instead, the court is only to decide whether the patentee had a full and fair 
opportunity to litigate the validity of his patent in the prior unsuccessful suit.”62 
  
The Federal Circuit in Bayer AG v. Biovail Corp. stated that, at least without a full claim construction, new evidence 
unavailable at a previous litigation could prevent issue preclusion against an infringing product.63 Bayer filed two lawsuits 
against Elan for infringement.64 Elan had previously filed two abbreviated new drug applications (ANDAs) seeking Food and 



 

 

Drug Administration (FDA) approval for generic versions of Bayer’s 30 mg and 60 mg high blood pressure medication.65 
Bayer filed a third lawsuit against Elan for its 30 mg generic commercial product.66 The district court, affirmed by the Federal 
Circuit, held Elan’s 30 mg ANDA did not infringe, although it “did not ‘expressly’ articulate a construction . . . .”67 The 
district court in the 60 mg ANDA and the 30 mg commercial cases held collateral estoppel dictated noninfringement because 
“the court had to necessarily construe the . . . claims [based on previous findings.]”68 Bayer appealed the 60 mg ANDA and 
the 30 mg commercial drug decisions.69 On appeal, the Federal Circuit noted that “[w]hile the legal issues are facially similar, 
the factual evidence proffered *374 in the 60 mg ANDA case differs from the evidence in the 30 mg ANDA case.”70 For the 
60 mg ANDA case, “Bayer did not, presumably because at that time it could not, provide evidence of infringement by the 
ANDA tablet in the 30 mg ANDA case.”71 By the time of the 60 mg ANDA litigation, Bayer “introduced evidence of actual 
infringement by a commercial tablet made under the specifications of an allegedly identical ANDA . . . .”72 Specifically, 
“[b]ecause neither party raised the issue of whether the tablets after manufacture would infringe, this court did not address 
whether the claims would include such tablets, even assuming Elan complied with its ANDA specification.”73 The Federal 
Circuit, construing Eleventh Circuit law, reversed on issue preclusion, noting that “neither the district court nor this court in 
the 30 mg ANDA case conducted a complete and binding claim construction of the relevant terms, either expressly or 
implicitly.”74 A single sentence related the scope of Bayer’s patent “without any express reference to claim construction, [and 
so it was] a sandy foundation upon which to build a multi-storied collateral estoppel building.”75 The case was remanded for a 
proper claim construction.76 Though the Federal Circuit focused some significant language on the lack of a full claim 
construction, the new evidence played a strong role in preventing summary judgment for new cases. 
  
In ChriMar Systems, Inc. v. Foundry Networks, Inc., a district court held the discovery of new evidence that was available 
and within reach at the previous litigation did not suffice for the patentee to claim he did not have a full and fair opportunity 
in the prior action.77 In a previous litigation, ChriMar “was instructed to take additional discovery in the form of depositions 
to the extent that any of the witness declarations relied upon by Cisco was not adequate[,]” but “ChriMar did not avail itself 
of this opportunity.”78 The court held that ChriMar “should not now be heard to complain that it is being bound to findings 
that it could have contested more vigorously in the [previous] litigation, but chose not to.”79 
  
*375 4. Essential to a Final Judgment 
  
This element can be thought of as having two separate prongs: “finality” (a final judgment on the merits) and “necessity” (the 
issue was essential to that final judgment). For finality, the prior case need only decide the issue in a way that is sufficiently 
firm to have conclusive effect.80 Factors indicating whether the decision was sufficiently firm include “whether [1] the parties 
were fully heard, [2] the court supported its decision with a reasoned opinion, and [3] the decision was subject to appeal.”81 
Finality can be subsumed into issue preclusion’s second factor (actually decided).82 For necessity, the issue in the prior 
litigation must have been essential to the decision.83 However, if there are multiple, irreconcilable determinations of the issue 
in prior litigations, generally only the most recent court determination will have issue preclusive effect.84 
  
The bulk of academic literature focuses on the issue of Markman orders and finality.85 While this issue is not the focus of this 
article, it may benefit the reader to understand the current, unsettled state of the law in this area. 
  
One of the first cases to address the issue preclusive effect of a Markman hearing not attached to a final judgment was TM 
Patents, L.P. v. International Business Machines Corp.86 In TM Patents, the district court faced the question of a *376 
Markman ruling’s finality when “the matter was settled before the jury had returned its verdict on the question of 
infringement.”87 The court held that issue preclusion for claim construction attaches even without a final judgment on the 
merits.88 The court reasoned, “A verdict would not have changed anything about [the] Markman rulings. Nothing more 
remained to be adjudicated; nothing more remained to be decided on the issue of claim construction.”89 The TM Patents court 
also held that Markman forced courts to revisit the Federal Circuit’s requirement in A.B. Dick to condition issue preclusion 
on a trial verdict.90 Several other courts have followed the TM Patents approach.91 
  
Another early case to address the issue preclusive effect of Markman hearings was Kollmorgen Corp. v. Yaskawa Electric 
Corp.92 In a prior litigation, a Wisconsin district court construed claims against Kollmorgen.93 The parties then settled prior to 
a final judgment.94 Yaskawa moved for the court to adopt the Wisconsin district court’s claim construction.95 The court, 
however, declined to follow TM Patents and instead held the claim construction was not final.96 For this court, finality meant 
the opportunity to have the Federal Circuit review the claim construction.97 Several courts have adopted the Kollmorgen 
approach or a variation based on principles set out in Kollmorgen.98 
  
*377 Recently, the district court in International Gamco, Inc. v. Multimedia Games Inc. took a strong approach in favor of 



 

 

collateral estoppel.99 In a previous litigation, a Nevada court construed the patent claims at issue.100 The parties entered into a 
settlement, and the case was dismissed with prejudice.101 The district court applied Ninth Circuit law, where “a court 
approved settlement is a final judgment on the merits for purposes of collateral estoppel.”102 Although noting the case would 
come out differently under Federal Circuit law, the district court stated that “the Federal Circuit must construe the relevant 
circuit law when determining collateral estoppel issues; in this case, Ninth Circuit law.”103 In a striking blow, the court 
articulated that Ninth Circuit law did not even require the claim construction to be the reason for the settlement.104 Holding 
that all elements under Ninth Circuit law were met, the district court applied issue preclusion to the Nevada claim 
construction.105 
  

C. RF and Shire: The Federal Circuit Declines to Voice an Opinion 

1. Issue Preclusion for Pre-Markman Claim Construction 
  
In 1971, the Supreme Court established non-mutual issue preclusion in Blonder-Tongue Laboratories, Inc. v. University of 
Illinois Foundations.106 The Court held that a defendant may assert a prior judgment ruling the plaintiff’s patent invalid as 
long as the plaintiff had a full and fair opportunity to litigate validity.107 Although patent litigation can present complex issues, 
the Court reasoned that a second district court may not be any better suited than the first.108 The Court recognized that issue 
preclusion can preserve judicial resources, especially in a matter as complex as patent invalidity.109 
  
Following Blonder-Tongue, the Federal Circuit narrowly defined when issue preclusion can apply to claim construction. In 
A.B. Dick Co. v. Burroughs Corp., patentee A.B. Dick sued Burroughs for infringement.110 At issue was a claim for a *378 
“fluid dropping recorder,” useful for making an oscillographic trace of a waveform on a moving piece of paper.111 Mead had 
brought a declaratory judgment against A.B. Dick in a prior litigation, wherein the district court construed A.B. Dick’s claims 
to require the drops to fall in a direction transverse to the paper’s movement.112 The district court imported the prior district 
court’s claim construction through issue preclusion, but the Federal Circuit reversed.113 Holding for a narrow application of 
issue preclusion, the Federal Circuit stated that “judicial statements regarding the scope of patent claims are entitled to 
collateral estoppel effect in a subsequent infringement suit only to the extent that determination of scope was essential to a 
final judgment on the question of validity or infringement; further, that such statements should be narrowly construed.”114 The 
Federal Circuit, therefore, tied claim construction to a final judgment on validity or infringement and not as a separate issue 
in and of itself for issue preclusion purposes. 
  
In Jackson Jordan, Inc. v. Plasser American Corp., the Federal Circuit continued a narrow application of issue preclusion to 
claim construction.115 The court described a hypothetical case where a patentee “lost” the issue of claim construction in a 
previous litigation but won on the issue of actual infringement.116 In such a case, the patentee would be unable to appeal. The 
court then cited the Restatement’s exception to issue preclusion: inability to review.117 Concerned with fairness, the court 
stated it would decline to apply issue preclusion to such a scenario.118 
  
Later cases continued in this vein of tying claim construction to a final judgment of invalidity or infringement for issue 
preclusion.119 In Pfaff v. Wells Electronics, the Federal Circuit agreed to provide issue preclusive effect to the claim 
interpretation.120 In a prior litigation, the district court construed the claims to require *379 an element not met by the 
defendant’s product.121 The Federal Circuit agreed it was proper to import the prior litigation’s claim interpretation under 
issue preclusion “insofar as it was necessary to the judgment of noninfringement in the previous case.”122 Supporting the 
notion that claim construction is not a stand-alone issue, the Federal Circuit stated that “judicial statements regarding the 
scope of patent claims are hypothetical insofar as they purport to resolve the question of whether prior art or products not 
before the court would, respectively, anticipate or infringe the patent claims.”123 
  
Though the Federal Circuit applied issue preclusion to claim construction before Markman, it did so only in limited cases. 
Even when it did find issue preclusion, it would narrowly apply the construction. At least before Markman, the Federal 
Circuit was reluctant to apply issue preclusion for claim terms. One logical inference is that the Federal Circuit viewed claim 
construction as an issue highly dependent on the accused product. This notion is further discussed in Part II, infra. 
  
2. The Federal Circuit on Issue Preclusion Post-Markman 
  
The landmark Supreme Court case Markman v. Westview Instruments, Inc. changed the claim construction landscape.124 A 
unanimous Court affirmed the Federal Circuit en banc and held the scope of disputed claims to be a matter “exclusively 



 

 

within the province of the court” and not an issue for the jury.125 The Court examined the sparse record of 18th-century patent 
case law, noting claims did not at all appear in early patents.126 Disputed terms in the specification, the functional equivalent 
to disputed claim terms, were not left to the jury.127 Resolving disputed claim terms, therefore, was not a preserved jury issue 
under the Seventh Amendment of the U.S. Constitution.128 The Court further analyzed its own history, finding no satisfactory 
conclusion.129 Citing functional concerns, the Court noted “[t]he construction of written instruments is one of those things that 
judges often do and are likely to do better than jurors unburdened by training in exegesis.”130 Lastly, the Court turned to the 
policy of “uniformity in the treatment of a given patent[,]” determining that a court is better suited to serve this goal than a 
jury.131 Uniformity *380 promotes certainty in what constitutes the bounds of a patent, encouraging innovation and assuring 
the public of the rights that will eventually belong to it.132 
  
Since Markman, infringement was to be a two-step analysis: first, a judge determines the scope of the claims at issue; second, 
the jury determines as a matter of fact whether the defendant infringed the patent claims now construed, with the jury unable 
to reject the judge’s construction.133 More directly on point for this article, the Court stated in dicta that “issue preclusion 
would ordinarily foster uniformity[,]” a chief goal of claim construction.134 
  
District courts differed on how to interpret Markman for precluding claim interpretation. This split is noted in Part I.B.4, 
supra. According to the TM Patents court, “Markman ushered in a new regime in patent claims construction.”135 Prior to 
Markman, “disputes concerning the meaning of patent claims were submitted to a jury along with questions about validity 
and infringement,” tying the two issues together.136 Because parties litigate claim construction separately from the actual trial 
and the jury is not free to override the court’s determination, “[i]t is hard to see how much more ‘final’ a determination can 
be.”137 Further, granting issue preclusion to Markman hearings would further the Supreme Court’s policy promoting 
uniformity.138 The court noted that the prior judge’s “rulings are preclusive, not because they were made before the jury 
returned a verdict, but because of the special finality of a Markman ruling in a patent case.”139 It is interesting to note that the 
district court would adopt the prior litigation’s claim construction even absent issue preclusion.140 
  
In contrast to TM Patents, the Kollmorgen court held a Markman ruling unattached to a final judgment has no preclusive 
effect.141 The court specifically noted that the “essential to a final judgment” prong was lacking and holding that the TM 
Patents court incorrectly interpreted Markman.142 Addressing concerns about uniformity, *381 the court determined that the 
lack of an ability to have the Federal Circuit, the sole appellate circuit capable of claim construction, review the claims 
prevents a claim interpretation from achieving issue preclusive status.143 The court determined that “Markman supports the 
promotion of uniformity, yet it does not stand for the blanketed adoption of patent constructions without first undergoing the 
Federal Circuit’s rigorous review.”144 Lastly, as a policy concern, the court noted, “applying collateral estoppel . . . to an 
unappealable order would have a chilling effect on settlements” as parties receiving an unfavorable Markman order would 
lose a valuable incentive.145 
  
Neither TM Patents nor Kollmorgen were appealed to the Federal Circuit. The Federal Circuit did not substantively reach the 
preclusive effect of a Markman hearing until RF Delaware v. Pacific Keystone Technologies.146 Prior to RF Delaware, the 
Federal Circuit hinted that collateral estoppel should be narrow for claim construction.147 Before RF Delaware, the plaintiff 
sued another defendant for patent infringement in the Eastern District of Virginia.148 The Virginia court gave RF Delaware an 
adverse claim construction and held against literal infringement but noted a genuine issue of material fact under the doctrine 
of equivalents.149 The parties settled before trial.150 In a second action in Alabama, RF Delaware sued Pacific Keystone 
Technologies, Inc. (Pacific) for infringement.151 The Alabama court declined to use issue preclusion, but granted summary 
judgment for Pacific.152 RF Delaware appealed the ruling.153 The Federal Circuit applied Eleventh Circuit procedural law, 
focusing on the finality prong in collateral estoppel.154 The court noted that the parties were not fully heard, and there was no 
evidence of an evidentiary hearing (no Markman hearing) before partial summary judgment.155 However, the  *382 Federal 
Circuit interpreted Eleventh Circuit law to potentially allow for issue preclusion if (1) there was an evidentiary hearing, (2) 
the first court notified the parties of the possibility of future issue preclusion, and (3) the court entered a final order approving 
the proposed settlement.156 The court did not mention TM Patents or Kollmorgen, nor did the court expound on the effect of 
Markman, leaving the district courts split. 
  
A few months later, the Federal Circuit construed Eleventh Circuit law to allow issue preclusion for a Markman order in 
Dana v. E.S. Originals, Inc.157 Although Dana bears some resemblance to RF Delaware in that they both originated in the 
Eleventh Circuit, some notable differences caused the Federal Circuit to rule differently. In Dana, the first court “set forth its 
findings of fact and conclusions of law in fully reasoned opinions[,]” the Markman hearing “fully and finally resolved” the 
claim construction, and the court notified the parties of the potential for issue preclusion.158 
  



 

 

Between Dana and RF Delaware, the Federal Circuit left much unresolved. Namely, both rulings were narrowly construed 
according to Eleventh Circuit procedural law, and the court did not resolve whether a stand-alone Markman order would have 
preclusive effect as per the debate between the TM Patents court and the Kollmorgen court. The Federal Circuit came close to 
analyzing this question in Shire LLC v. Sandoz, Inc.159 The court granted a petition for appeal to determine “whether a 
patentee who settles an earlier infringement case after a Markman ruling has issued is precluded under the doctrine of 
collateral estoppel from relitigating claim-construction issues determined in the prior case.”160 Unfortunately for lower courts 
and future litigants, the parties settled before appeal, leaving the question unanswered.161 
  

II. Unique Circumstances for Claim Construction 

In evaluating issue preclusion for claim construction, one must take into account claim construction’s unique circumstances. 
Typically a patentee will bring suit against an alleged infringer. The parties will draft briefs proposing interpretations of the 
claim terms at issue. Once adjudicated, the adopted claim construction has preclusive effect and can bind the patentee or 
other party involved in any future proceeding where the same patent is at issue and where the parties were in privity. *383 
What makes claim construction unique is that this interpretation binds the parties even if the accused product is different or 
the same product infringes in a different way. A patent’s value depends entirely on its claims’ ability to cover an accused 
product in an infringement action. Under current law, the patent itself is now affected, which is a far bigger consequence than 
in typical cases outside patent law. 
  
Issue preclusion is meant to increase judicial efficiency while giving the parties a fair opportunity to litigate their claims. A 
system that sacrifices fairness tilts issue preclusion out of balance. This article argues that Markman hearings are held with 
the accused product in mind. The accused product influences the claim construction briefs and the judge’s decision as to how 
to construe the claims. Because the accused product pervades all aspects of a Markman hearing, claim construction is not 
really a stand-alone issue, but rather tied to the specific infringement or invalidity accusation.162 
  

A. The Accused Product Affects How Parties Write Their Markman Briefs 

In an infringement proceeding, the district court generally focuses first on construing the claim terms at issue.163 Before trial, 
the court generally asks the parties to brief their proposed claim constructions, or write Markman briefs. Parties do not 
reference the accused product in their Markman briefs, but focus on the claim language, patent specification, prosecution 
history, and other claim evidence. Despite this official silence, a party’s position on claim interpretation is heavily influenced 
by the accused product. 
  
In SanDisk Corp. v. Memorex Products, Inc., knowledge of the accused product altered SanDisk’s proposed claim 
construction.164 In a previous litigation, SanDisk accused Lexar Media of infringement.165 The judge adopted SanDisk’s 
construction, stating that each memory cell in the Flash EEprom memory must be grouped into partitioned sections166 and 
held Lexar infringed SanDisk’s patent.167 *384 SanDisk later brought an infringement action against Memorex as well as 
other defendants, seeking a preliminary injunction based on the Lexar court’s claim construction.168 The trial court denied the 
preliminary injunction because one of the defendant’s products did not have all of the memory grouped into partitioned 
sections.169 After more extensive discovery, SanDisk changed its proposed construction to a broader reading, encompassing 
the accused products.170 On appeal, the Federal Circuit disagreed with one of the defendants who argued that “SanDisk should 
be estopped from playing fast and loose with the courts by changing the meanings of its patent claims simply because its 
interests have changed now that it knows how [the] products work.”171 The Federal Circuit noted that “[a]fter discovery the 
court expects the parties to refine the disputed issues and learn more about the claim terms and technology, at which point a 
more accurate claim construction can be attempted.”172 This line reveals how porous the boundary is between claim 
construction and infringement: the claim terms are more accurately defined only after further discovery of the accused 
product. 
  
Shire v. Impax provides one example where the parties argued differently than one may expect ex ante.173 Shire, the patentee, 
argued for a narrower construction than the defendant.174 In construing the term “amphetamine salts,” Shire argued that 
“amphetamine” was limited to the chemical compound 1-phenyl-2-aminopropane, while the term “salt” meant “a compound 
formed by the interaction of an acid and a base.”175 Impax argued, however, that “amphetamine salts” included a broader 
range of compounds, a range encompassing “methylphenidate.”176 Shire argued they had disclaimed a broad construction 
during prosecution, and so “amphetamine salts” was not to include methylphenidate.177 Because Shire argued against a broad 



 

 

reading, there is something other than broad-versus-narrow motivating the construction. Perhaps Shire was trying to get 
around an invalidity contention. If so, a narrow reading would suffice to cover this accused product, and Shire therefore 
proffered a claim construction organized around the accused product. 
  
*385 In a second proceeding, a repeat defendant can be just as disadvantaged as a plaintiff, as was the case in TiVo, Inc. v. 
EchoStar Corp.178 In a prior proceeding, the plaintiff brought an infringement action against the defendant, winning a 
permanent injunction.179 The defendant attempted to design around the patent to create a non-infringing version of the device, 
but was brought to the district court for contempt proceedings.180 There were various claim terms at issue. One notable issue 
surrounded a claim limitation: “parses video and audio data from said broadcast data.”181 EchoStar argued that its new 
software did not meet the claim limitation because its packet-identifier (PID) filter only “looked at the header of a data 
packet” instead of the “payload where the video and audio are contained.”182 TiVo countered that the district court’s 
construction of the term “parses” to broadly mean “analyzes” precluded EchoStar, as this construction was never 
challenged.183 The district court agreed with TiVo and did not revisit its claim construction even though “both parties have 
switched positions on this issue.”184 In the prior litigation, EchoStar’s software did not bring this in issue and so was content 
with a broad construction. The prior Markman hearing bound EchoStar in this new proceeding, even though its product 
infringed in a different manner. 
  

B. Judicial Procedures Recognize that Markman Briefs are Product-Specific 

Not only do the parties focus on the accused product in writing their Markman briefs, but many judges recognize this focus 
through their procedural patent rules. One source judges may turn to in scheduling the claim construction hearing is the 
Patent Case Management Judicial Guide (the Guide).185 According to the Guide, although “discovery relating to the structure 
and function of accused devices or a patent holder’s own products might seem unnecessary. . . . [i]t is only by knowing the 
details of the accused product that the parties are able to determine which claim terms need construction [.]”186 Thus, the 
accused product plays an important role in claim construction from the outset. The Guide notes that “discovery in advance of 
claim construction is quite common.”187 Though the Guide cautions *386 against using the accused product for claim terms, 
this focus on the accused product furthers the notion that claims are not construed in a vacuum. Although prior Federal 
Circuit authority cautioned against considering the accused device during claim construction,188 the Federal Circuit has 
recently approved the matter.189 A court’s comfort with the accused product reveals proximity between infringement and 
claim construction. This proximity suggests the issues are neither unique nor separate and that the issue is not “what does this 
claim term mean?” but rather “what does this claim term mean in light of how this accused product infringes?” 
  
In Wilson Sporting Goods Co. v. Hillerich & Bradsby Co., the Federal Circuit indicated some unity among claim 
construction and infringement, at least in the context of appellate review.190 The parties appealed a district court’s claim 
construction order, stipulating that the accused device did not infringe the claims as construed.191 Neither the parties nor the 
district court provided any information about the accused product to the appellate court.192 Because “[t]his court reviews 
claim construction only as necessary to reach [a] final judgment on . . . infringement[,]” it follows that “the legal function of 
giving meaning to claim terms always takes place in the context of a specific accused infringing device or process.”193 
Further, the Federal Circuit noted that although “a trial court should certainly not prejudge the ultimate infringement analysis 
by construing claims with an aim to include or exclude an accused product or process, knowledge of that product or process 
provides meaningful context for the first step of the infringement analysis, claim construction.”194 Specifically, knowledge of 
the accused device is a step towards “the complete context for accurate claim construction.”195 Because the court lacked the 
accused product’s context, the court “[could not] fully and confidently review the infringement judgment, including its claim 
construction component.”196 Although the accused product is not supposed to color the court’s claim construction, *387 one 
can easily imagine some taint from the accused product slipping into the judge’s mind. 
  
Shortly after Wilson, the Federal Circuit was asked to review a district court’s claim construction without facts about the 
accused product in Lava Trading, Inc. v. Sonic Trading Management, LLC.197 The Federal Circuit noted that “[w]ithout 
knowledge of the accused products, this court . . . lacks a proper context for an accurate claim construction.”198 The court 
went on to construe the claims and reversed the trial court’s interpretation as best it could with only the patent in hand.199 The 
court’s reluctance to construe the claims without the accused product as “context” reveals proximity between the accused 
product and the claim interpretation. Dissenting, Circuit Judge Mayer noted that the court “set [itself] up to have to decide 
claim construction again later, which could well differ from the ruling today” because “claim construction is treated as a 
matter of law chimerically devoid of underlying factual determinations[.]”200 Circuit Judge Mayer’s tone reveals an 
unwillingness to consider claim construction absent the accused product. This distaste in the majority and dissent reveals how 



 

 

close the claim construction and infringement issues are in judges’ minds.201 
  
A district court judge has other tools to prevent the accused product’s taint on claim construction. For one, a judge may hire a 
technical advisor, a special master, or an expert witness beyond the reach of either party.202 Further, a court is “free to devise 
its own construction of claim terms rather than adopt a construction proposed by either of the parties.”203 To be fair, a judge’s 
claim construction ruling may not be as swayed as the parties would choose, suggesting a more objective claim construction. 
Despite this increased judicial objectivity, the importation of the accused product reveals a bit more product-sensitivity than 
would be fair for issue preclusion for different infringement contentions. 
  

III. The Proposed Standard 

Because claim construction issues are always tied to the accused products, issue preclusion should not attach to claim 
construction alone. Rather, issue preclusion should only apply if the infringement question, as a whole, is the same. 
Specifically, courts should characterize the identical issues prong as requiring the same *388 infringement contention in both 
litigations, encompassing both claim construction of the relevant terms and the way this accused product infringes. The issue 
for collateral estoppel should be “what does this claim term mean in light of the way this accused product infringes?” rather 
than “what does this claim term mean?” This narrower question matches the reality of litigation from all perspectives. If 
either element is different, it is no longer the identical issue, and issue preclusion is no longer appropriate. 
  
In the event the accused products are different or different claim terms are at issue, the subsequent court should allow the 
parties to brief their positions but may give reasoned deference to the previous court’s construction.204 Courts have articulated 
this standard before Markman.205 As Markman did not successfully decouple claim construction from infringement as stated 
above, a return to pre-Markman jurisprudence on claim construction would be the most fair. 
  

IV. Policy Considerations 

Under the current standard, repeat litigators (or those in privity with repeat litigators) are estopped from arguing a different 
claim construction if the first court actually construed the claims, and the claim terms were necessary for the litigation that 
ended in a final judgment. The same claim construction applies even if the accused product is different. Although new parties 
are not bound to a prior construction, judges may give reasoned deference to the prior adjudication. The proposed standard in 
Part III, supra, loosens when issue preclusion can bind parties. Parties would only be bound to a prior claim construction 
when the infringement method is the same in both litigations. It follows therefore that a case involving a newly accused 
product may not prevent parties from litigating claim construction. However, judges may give reasoned deference to a prior 
construction, as they may already do under the current standard when issue preclusion in unavailable. Overall, the new and 
proposed standards only diverge when the products are the same but the parties are different. 
  
*389 The current standard has many attractions. Commentators and courts alike understandably have been drawn to 
increasing certainty and conserving judicial resources whenever reasonably possible. Allowing issue preclusion for claim 
construction separate from infringement brings with it certainty and efficiency. Some may argue the certainty promotes 
settlements, as the parties have a strong reference point that anchors the set of possible trial outcomes. Efficiency is 
especially important in patent law, where litigation is particularly expensive. If we do not believe a second court is any more 
likely to succeed than a first court in claim interpretation, there is no inherent bias. Thus, so the argument goes, allowing 
collateral estoppel for claim construction as a stand-alone issue provides benefits without much detriment. Further, the 
current standard forces district courts to respect others’ decisions. This has the desirable effect of reducing forum shopping, 
as a patentee who previously received an adverse judgment is sure to receive the same claim construction no matter what 
court he or she brings suit. 
  
Despite its attractions, a closer look at the current standard reveals its disadvantages and potential bias. As discussed in Part 
II, supra, claim construction only has value when attached to an infringement determination. As parties argue over certain 
claim terms with an eye on the accused device, they can bind themselves with unpredictable consequences for future 
products. This cabining affects both patentees and repeat defendants.206 Further, there may be a bias against patentees. 
Presumably patentees are more likely to be repeat litigators over the claim terms than defendants. Because patentees are more 
likely to be in court and issue preclusion only binds prior parties, patentees may be more likely to be bound to a prior claim 
construction. Thus, there may be an unfair bias with far-reaching consequences. Issue preclusion affects all future 



 

 

infringement actions resulting from this patent, going further than is fair under the doctrine. 
  
At least one court has articulated the dangers of doing away with collateral estoppel when a newly accused product is at 
issue.207 In Smith & Nephew, Inc. v. Arthrex, Inc., the plaintiff argued that because a prior litigation “involved a different 
accused device, the prior claim construction does not apply.”208 The court articulated that “[t]he whole point of [claim 
construction] is to give the world notice of the claimed invention.”209 Further, if the court were to adopt a new construction for 
a new device, “the public notice function of patent claims would be undermined[.]” *390 210 Despite “the patentee’s difficult 
position of having to foresee potential impacts of claim construction that may not be raised by the case at hand[,]” the court 
held “the goals of uniformity, consistency, and public notice would be completely undermined if the patentee were allowed to 
change the meaning of the patent words based on the facts of a given case.”211 The judge held the prior litigation precluded 
litigating claim construction in this action.212 
  
The Smith & Nephew court’s doom-and-gloom approach to altering issue preclusion for claim construction is not well 
founded. First and foremost, current issue preclusion cannot bind a party that was not in privity to the initial litigation. Any 
“public notice” on the claim construction is only in reference to what can bind the patentee or repeat defendant and can be 
challenged by any newly accused infringer. The supposedly vital public notice function of Markman hearings has no binding 
effect on the world outside the parties in the litigation. At most, the rest of the world is forced to rely on reasoned deference, 
should the judge choose to invoke it. The new standard does not change this but rather evens the playing field among all the 
plaintiff’s competitors. Instead of a slant against the previous party, all actors have an equal shot. Because of due process, 
there is a bias against previous parties in issue preclusion. By connecting issue preclusion only to claim construction, the bias 
against previous parties continues to the unfair disadvantage of the patentee or repeat defendant. Attaching issue preclusion to 
the claim construction plus accused method of infringement evens the playing field. 
  
One could also argue that the stare decisis effect would be completely undermined. Because of a presumption of accuracy, 
attorneys often reference case law when discussing terms in their Markman briefs.213 As a counter to this point, reasoned 
deference would serve just as well. The terms under current law only have an influential rather than binding effect. 
Substituting a reasoned deference approach would leave this function intact. 
  
Some might say the proposed standard would hamper judicial efficiency. For one, parties would be less likely to settle 
knowing they could challenge a prior claim construction.214 Not only would it waste precious court resources, it could bias 
weaker defendants, forcing them to choose between an expensive Markman *391 hearing and settling the case unfavorably.215 
This could chill design-around innovation and strengthen the patentee’s monopoly beyond the Patent Act’s intended scope. 
Although this is a concern, it depends on where one sets the baseline. One could look at the status quo as a subsidy for new 
infringers, as issue preclusion favors new parties. Instead of the proposed standard being a bias against them, it merely takes 
away their current unfair advantage. Further, new parties are able to challenge the old claim construction under current law, 
so the current standard offers no more of an advantage than the proposed standard would. 
  
Some may argue that even if issue preclusion would not apply, judicial estoppel would prevent the patentee from changing its 
construction in a subsequent litigation. Judicial estoppel is a discretionary doctrine to prevent litigants from taking advantage 
of the judicial system by taking a position that contradicts or is inconsistent with a prior position successfully asserted in a 
prior judicial or administrative proceeding.216 Judicial estoppel is far less of a concern, as it is (1) discretionary and (2) based 
on fairness before the court rather than on efficiency.217 Patentees asserting a different construction are not playing “fast and 
loose” with the court system, but rather evaluating their overall infringement approach. The same policy arguments apply to 
judicial estoppel as they do to issue preclusion. 
  
Adopting the proposed standard brings the scales back into balance without drastically altering the current standard’s 
benefits. As a benefit under this new standard, prior parties can examine the accused device and offer claim constructions as 
appropriate, free from the prior product’s taint. Their positions must be bound to reason, as a judge will look at the prior 
court’s claim construction and may give it reasoned deference if its arguments are convincing. This new standard allows the 
parties a reasonable chance to be heard. 
  
Further, the new standard may actually have a beneficial effect on design-around innovation. The prior court may have 
broadly interpreted a claim term the *392 defendant did not find worth fighting over.218 If the defendant created a product that 
worked around some of the other claim terms but would be caught by this broad term, that defendant would normally be 
precluded from arguing a different construction. This could cause a chill on design-around innovation. The proposed standard 
at least unlocks the door, giving the innovator a fair chance to create a useful product and argue a favorable construction. 



 

 

  
As stated above, the current standard’s benefits are not all they appear to be. Any predictability and uniformity through 
binding authority only applies to prior parties. The world at large can only rely on reasoned deference, which remains 
untouched in the proposed standard. The judicial efficiency under the current standard is at the expense of fairness to prior 
parties, throwing out the baby with the bathwater. Such a sacrifice of fairness goes beyond issue preclusion’s mandate. By 
bringing the scope of issue preclusion back to its original scale, fairness for both parties is gained while little efficiency is 
lost. 
  

V. Conclusion 

Issue preclusion is a valuable judicial doctrine to promote efficiency and finality, but it is not without its limits. As applied to 
claim construction, issue preclusion can overstep its bounds and harm both the patentee and the accused infringer. Claim 
construction only exists in connection with an accused product and is heavily influenced by that product. Recognizing this 
link, courts would be fairer in applying issue preclusion if they only applied the doctrine when the claim construction and 
infringement issues overlap. This standard would greatly promote fairness in patent proceedings while only superficially 
damaging claim construction’s public notice function. 
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