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*183 Introduction
When a patent owner makes and sells a patented invention, it is easy to see how the owner is harmed by another’s
infringement. But what happens when the patent owner merely holds the patent with no plans to make or sell the patented
invention? In that case, the patent owner loses no sales even when an infringer enters the scene. Unwilling to leave this
non-practicing patent owner without an infringement remedy, the patent laws allow the patent owner to recover from the
infringer damages in the rather imprecise form of a “reasonable royalty.”1
To determine the amount of a reasonable royalty, the fact-finder journeys into the land of make-believe: she imagines a
hypothetical negotiation that took place between the patentee and the infringer just before the infringing conduct began.2 The
royalty that would have resulted from that negotiation usually constitutes the reasonable royalty. As the Federal Circuit has
lamented, the reasonable royalty measurement involves “more the talents of a conjurer than those of a judge,”3 because it is a
difficult, if not impossible, task to determine what royalty two warring parties would have agreed to had they negotiated a
license years ago.
The fact-finder does not navigate these difficult waters unaided. She is usually presented with, among other things, previous
license agreements for the patent-in-suit. Prior licenses help demonstrate the marketplace’s general perception of the value of

the patent, so they may give the fact-finder a good idea of what royalty the parties would have negotiated. But when the
earlier licenses resulted from the settlement of previous litigation, their value as a market indicator becomes questionable--it
is hard to determine how much of the settlement value is the result of the patent’s value as compared to litigation risk or
expenses. For this reason, litigation licenses have a checkered past as evidence of a reasonable royalty.4
*184 Courts and scholars have trended toward allowing litigation licenses to be used as evidence of a reasonable royalty.5
Their arguments often rely on a recent decision by the Federal Circuit, ResQNet v. Lansa.6 This Article explores the Federal
Circuit’s ResQNet decision, as well as the practical results of admitting litigation licenses as evidence of a reasonable royalty.
Part 1 of this Article briefly recounts the history of patent damages and the development of the reasonable royalty as a
damages standard. Part 2 examines the Federal Circuit’s precedent regarding litigation licenses and similar evidence in
proving a reasonable royalty. Part 2 also explores the ResQNet decision, as well as several other recent Federal Circuit
decisions clamping down on the evidence that can be used to prove a reasonable royalty. In addition, Part 2 explains the error
that district courts commit when they view ResQNet as mandating the admission of litigation licenses and distills the
ResQNet line of cases into a few paramount principles that the Federal Circuit applies in reviewing the evidence supporting
reasonable royalty awards.
Because ResQNet does not mandate the admission of litigation licenses in reasonable royalty cases, admission of these
licenses hinges largely on an analysis of the three Federal Rules of Evidence traditionally used to exclude litigation
licenses--Rules 402 (relevance), 403 (balancing), and 408 (settlement agreements). Part 3 applies these rules to litigation
licenses. Part 3 shows that Rule 402 is an improper basis for blanket exclusion, because litigation licenses are relevant to a
reasonable royalty determination. For purposes of Rule 403 and Rule 408 (by extension of Rule 703), Part 3 examines the
balance between the probative value of litigation licenses and their prejudicial effect. Part 3 also takes issue with the recent
argument of one commentator that courts should admit litigation licenses while foreclosing discovery of related negotiations.
Part 3 concludes that litigation licenses should be excluded from evidence in most cases.
1) Background
a) The Reasonable Royalty as a Measure of Damages
Three kinds of damages are generally available to a patent holder whose patent has been infringed. The first is lost profits--if
the infringer has made sales that otherwise would have gone to the patentee,7 the patentee can recover its lost profits. *185 8
For many reasons, most notably the difficulty of proving causation, patentees are often unable to prove lost profits at trial.9
The second category of damages is an established royalty. If the patent holder had a track record of licensing the invention to
others for a set amount, damages may be imposed at the rate of the established royalty.10 An established royalty is difficult to
prove--it requires prior licenses of the patent-in-suit that were (1) paid or secured before the infringement complained of; (2)
paid by enough people to show a general acquiescence in its reasonableness; (3) uniform in their terms; (4) not entered under
threat of suit or in settlement of litigation; (5) for comparable rights or activity under the patent.11 The Supreme Court has
cautioned against the use of litigation licenses to prove an established royalty, reasoning that the licenses do not necessarily
reflect a voluntary royalty value.12
The final--and the most common--kind of damages available to the wronged patentee is a reasonable royalty.13 This is the
statutory floor of a damages award--the patent laws allow the patentee to recover from an infringer “damages adequate to
compensate for the infringement but in no event less than a reasonable royalty for the use made of the invention by the
infringer.”14 The reasonable royalty may be set as a lump sum or a running royalty, and a running royalty may be unscaled (a
set value for every use of the invention) or based on a sliding scale (a sliding value that varies based on how often or
extensively the licensee uses the invention).15
*186 b) Development of the Reasonable Royalty Standard
The reasonable royalty measure of damages arose as a result of the difficulty many plaintiffs faced in proving damages for
patent infringement. Before the advent of the reasonable royalty, the Supreme Court limited damages for patent infringement
to either provable lost profits or an established royalty.16 Where a plaintiff had not previously licensed the patent and was not

an active market participant (and, consequently, incurred no provable lost profits as the result of infringement), the Court
often limited the plaintiff to a recovery of nominal damages and, for suits in equity, an injunction against further
infringement.17 In the mid-1800s, the Court began to allow damages awards to patentees who had neither previously licensed
the patent-in-suit nor practiced the patent-in-suit in any commercial manner, though the Court was inconsistent in this area.18
Eventually, lower courts adopted the reasonable royalty standard.19 The Supreme Court expressly approved--though in
dicta--the use of the reasonable royalty standard as compensation for patent infringement for the first time in 1915, in
Dowagiac Manufacturing Co. v. Minnesota Moline Plow Co.20 The Court noted that, “although the plaintiff was entitled to
prove what would have been a reasonable royalty, and thereby show a proper basis for an assessment of damages, no proof
upon that subject was presented.”21
In 1922, Congress amended the patent laws to allow a patentee to recover “a reasonable sum as profits or general damages”
for infringement where the patentee could not prove lost profits or an established royalty.22 The statutory language proved too
vague, however, and in 1946, Congress again amended the law, this *187 time to provide for minimum damages of a
“reasonable royalty.”23 Specifically, the amended language provided that “the complainant shall be entitled to recover general
damages which shall be due compensation for making, using, or selling the invention, not less than a reasonable royalty
therefor, together with such costs, and interest, as may be fixed by the court.”24
Over time, the reasonable royalty standard has effectively swallowed up the established royalty standard,25 and the established
royalty has become less important.26 The Federal Circuit now considers “[a]n established royalty [to be] the best measure of a
‘reasonable’ royalty for a given use of an invention because it removes the need to guess at the terms to which parties would
hypothetically agree.”27 But an established royalty is not the only measure of a reasonable royalty; evidence that does not
meet the traditionally rigid standards of an established royalty may nevertheless be probative in determining a reasonable
royalty.28
The most common description of the reasonable royalty is that it is the amount that would have been agreed upon in a
hypothetical negotiation between a willing patent owner and a willing licensee as of the time just before the infringement
began and on the assumption that the patent was valid.29 The hypothetical *188 negotiation relies on fantasy: “it requires a
court to imagine what warring parties would have agreed to as willing negotiators.”30 At bottom, the reasonable royalty
standard rests on speculation and is, as the Federal Circuit put it, “a difficult judicial chore.”31
Despite the difficulty of determining a reasonable royalty, it has become “the predominant measure of damages in patent
infringement cases.”32 The addition of the reasonable royalty standard portended big business for non-practicing entities
(NPEs),33 who, by definition could not prove lost profits,34 and who may have lacked sufficient non-litigation licenses to show
an established royalty.35 Once the reasonable royalty standard was in place, some NPEs--often pejoratively called “patent
trolls”--could fashion a lucrative business model out of acquiring and holding a patent portfolio and suing or threatening to
sue anyone who potentially infringed.36
*189 c) The Georgia-Pacific Factors
The proper measure of a reasonable royalty standard remains elusive.37 How does one prove the royalty that would have
resulted from a fictional negotiation in which both parties are willing to enter a license agreement but neither party is
compelled to do so? That is the daunting task set before the parties disputing a reasonable royalty.
To aid this determination, the court in Georgia-Pacific v. United States Plywood Corp. surveyed the case law and set out a list
of fifteen factors potentially relevant to the reasonable royalty calculation.38 The factors are:
1. The royalties received by the patentee for the licensing of the patent in suit, proving or tending to prove an established
royalty.
2. The rates paid by the licensee for the use of other patents comparable to the patent in suit.
3. The nature and scope of the license, as exclusive or non-exclusive; or as restricted or non-restricted in terms of territory or
with respect to whom the manufactured product may be sold.
4. The licensor’s policy and marketing program regarding licenses.

5. Any commercial relationship between the licensor and licensee.
6. The effect of selling the patented article on the licensee’s other sales.
7. The duration of the patent and the term of the license.
8. The commercial success, profitability, and popularity of the product.
9. The advantages of the patent over prior art or practices.
10. The nature of the patented invention.
11. The extent and value of the infringer’s use.
12. The customary allocation of profits between the licensee and licensor in the industry.
13. The portion of the profit attributed to the patented invention, rather than to another feature of the article or infringer.
14. The opinion testimony of qualified experts.
15. The amount that a licensor (such as the patentee) and a licensee (such as the infringer) would have agreed upon (at the
time the infringement began) if both had been reasonably and voluntarily trying to reach an agreement; that is, the amount
which a prudent licensee- who desired, as a business proposition, to obtain a license to manufacture and sell a particular
article embodying the patented invention- would have been willing to pay as a royalty and yet be able to make a reasonable
profit and which amount would have been acceptable *190 by a prudent patentee who was willing to grant a license.39
This “comprehensive (but unprioritized and often overlapping) list”40 has enjoyed broad usage and gained acceptance in the
Federal Circuit.41

For present purposes, the first and second factors are particularly relevant. The first factor looks to prior licenses of the
patent-in-suit,42 and the second looks to prior licenses entered into by the infringer for comparable patents.43 Both factors
consider past or existing licenses as a guide in assessing the reasonable royalty, but the factors are not without limits. In
several important recent decisions, the Federal Circuit has reversed reasonable royalty awards based on insufficiencies in
prior licenses offered as evidence. Several of those decisions are discussed in Part 2, infra.
d) Litigation Licenses as Reasonable Royalty Evidence
A thorny issue has arisen with respect to the Georgia-Pacific factors that look to amounts paid by prior licensees: whether to
allow the use of prior licenses that arose out of actual or threatened litigation (sometimes called “litigation licenses” or
“settlement licenses”). Obviously, licenses previously granted by the patentee for the patent-in-suit or previously agreed to by
the infringer for a comparable patent could offer significant insight into how the parties would behave in the hypothetical
negotiation for the license of the patent-in-suit; however, a license entered into to settle litigation is far less useful in allowing
the fact-finder to hypothetically construct the behavior of the parties, because the settlement likely involved substantial
considerations external to the parties’ valuation of the patent.44 As the Supreme Court put it in an established royalty case:
It is clear that a payment of any sum in settlement of a claim for an alleged infringement cannot be taken
as a standard to measure the value of the improvements patented, in determining the damages *191
sustained by the owners of the patent in other cases of infringement . . . . The avoidance of the risk and
expense of litigation will always be a potential motive for a settlement.45
Based on this Supreme Court language and on the notion of the disutility of litigation licenses, many courts have excluded
litigation licenses from evidence in the reasonable royalty context.46 Courts that have excluded litigation licenses have
traditionally held them inadmissible based on one or more of three Federal Rules of Evidence: Rule 402 (relevance),47 Rule

403 (balancing),48 or Rule 408 (settlement).49 Some courts that have historically banned litigation licenses from evidence have
recently changed course based on dicta appearing in the Federal Circuit’s recent decision in ResQNet.com, Inc. v. Lansa,
Inc.50 The next section examines ResQNet and related Federal Circuit cases.
2) ResQNet and the Current State of the Law
a) ResQNet
In ResQnet, ResQNet’s (the patentee) expert relied on seven prior licenses as a “starting point” in determining the reasonable
royalty.51 Five of the licenses were “re-bundling” licenses, permitting the licensees to re-brand the patentee’s software, *192
re-bundle it with the licensee’s own products, and resell the newly-bundled products.52 In addition, the licenses included
services such as technical support and training, and did not specifically mention the patent at issue in the lawsuit.53 ResQNet
failed to offer evidence that the software in these re-bundling licenses (or the users of the software) practiced the patented
method.54 These licenses had a large sliding-royalty rate (a rate that changed depending on various circumstances).55
The Federal Circuit contrasted the large royalty rates in the re-bundling licenses, which showed “no discernible link to the
claimed technology,” with the lower royalty rates in the remaining two licenses, which arose out of litigation.56 Without
evidence of the link, if any, between the re-bundling licenses and the patented method, those re-bundling licenses were
essentially useless as evidence of a reasonable royalty.57 The patent-in-suit dealt “with a method of communicating between
host computers and remote terminals--not training, marketing, and customer support services. The re-bundling licenses
simply ha[d] no place in this case.”58
According to the majority, ResQNet’s expert relied almost exclusively on the first Georgia-Pacific factor--prior licenses of
the patent-in-suit--in evaluating the reasonable royalty.59 Consequently, after the Federal Circuit held that the trial court
should have disregarded the re-bundling licenses, only the two litigation licenses remained as potential damages evidence.60
The court observed in dicta “that the most reliable license in this record arose out of litigation,” but also noted that “litigation
itself can skew the results of the hypothetical negotiation.”61 On remand, *193 the district court would have to reconsider the
reasonable royalty calculation, and it “should not rely on unrelated licenses to increase the reasonable royalty rate above rates
more clearly linked to the economic demand for the claimed technology.”62 In concluding, the Federal Circuit faulted the
district court for relying on the re-bundling licenses “without any factual findings that accounted for the technological and
economic differences between those licenses and the [patent-in-suit].”63 A district court “must consider licenses that are
commensurate with what the defendant has appropriated.”64
In dissent, Judge Newman accused the majority of “creat[ing] a new rule whereby no licenses involving the patented
technology can be considered . . . if the patents themselves are not directly licensed or if the licenses include subject matter in
addition to that which was infringed by the defendant here.”65 The district court recognized that none of the licenses in
evidence was “a perfect approximation of the hypothetical license between ResQNet and Lansa.”66 Judge Newman noted that
“it is not necessary that the identical situation existed in past transactions, for the trier of fact to determine the value of the
injury,”67 and he accused the majority of depriving the fact-finder of relevant information.68
The majority in ResQNet did not hold that a district court may never consider “any licenses involving the technology of [the
patents-in-suit] bundled with additional technologies, such as software code.”69 Rather, the majority took issue with the
district court’s “considering ResQNet’s re-bundling licenses to significantly adjust upward the reasonable royalty without any
factual findings that accounted for the technological and economic differences between those licenses and the [infringed
patent].”70 The majority in ResQNet noted that reasonable royalty damages must be “carefully tie[d] . . . to the claimed
invention’s footprint in the marketplace,”71 and “[a]ny evidence unrelated to the claimed invention does not support *194
compensation for infringement.”72 Where licenses are “radically different from the hypothetical agreement under
consideration,” they are generally not competent proof of damages.73
b) The Aftermath of ResQNet
In the wake of ResQNet, many courts that formerly excluded litigation licenses reversed course.74 The court in ResQNet
indicated that litigation licenses have at least some probative value--it described one of the two litigation licenses as “the
most reliable license in the record.”75 Consequently, any courts that previously excluded litigation licenses based only on their

supposed irrelevance under Rule 40276 should view ResQNet as altering that analysis.77
But few courts that excluded litigation licenses before ResQNet grounded the exclusions solely on irrelevance under Rule
402,78 and nothing in ResQNet significantly impacts the other bases for exclusion: Rules 403 (probative versus prejudice
balancing) and 408 (excluding settlement agreements).79 Consequently, it makes little sense to abandon exclusionary rules
predicated on Rules 403 or 408 in response to ResQNet. Even so, some courts are holding that ResQNet changed the
litigation-license landscape entirely, so that litigation licenses are now broadly admissible.
For instance, before ResQNet, Judge David Folsom, District Judge for the Eastern District of Texas, excluded litigation
licenses under Rule 403 concluding that the prejudicial effect of these licenses substantially outweighed their probative *195
value.80 ResQNet said nothing to diminish the prejudicial effect of litigation licenses,81 and its only reference to probative
value was relative--that the litigation licenses in that case were more reliable than the completely-unreliable re-bundling
licenses.82 Nevertheless, this same judge--without conducting a Rule 403 analysis at all--has determined that ResQNet
mandates the admissibility of litigation licenses.83
Nothing in ResQNet should change the positions of courts that previously relied on Rules 403 or 408 to exclude litigation
licenses. The admissibility of litigation licenses simply was not before the court in ResQNet.
c) Other Recent Reasonable Royalty Cases
i) Lucent
In Lucent Techs. v. Gateway, Inc., on which the ResQNet court relied, the Federal Circuit reversed a jury’s damages award
that rested on insufficient evidence.84 Lucent, the patentee, sought reasonable royalty damages calculated as a running royalty,
while Microsoft (which had intervened on behalf of defendant Gateway) sought a lump-sum reasonable royalty.85 The jury
awarded a lump-sum royalty of $358 million.86 Microsoft argued that insufficient evidence supported this award, and the
Federal Circuit agreed.87 The only licenses that Lucent had offered into evidence for the reasonable royalty calculation were
prior licenses by Microsoft for technology that Lucent argued was comparable to the technology in its patent.88 The court
noted that only four of the eight licenses in evidence were lump-sum agreements.89 It stopped short of holding “that a
running-royalty license *196 agreement cannot be relevant to a lump-sum damages award, and vice versa,” but the party
offering the dissimilar agreement must offer “some basis for comparison.”90 In other words, the party should present
“particularized expert testimony explaining how various differences between the real and hypothetical license negotiations”
would impact the appropriate royalty in the case.91
As for the four lump-sum licenses, the court pointed out that they appeared to provide for a cross-license of broad patent
portfolios and for a lump sum additional payment by Microsoft, but Lucent failed to offer evidence that these licenses “were
sufficiently comparable to support the lump-sum damages award.”92 The court summarized the evidentiary shortcomings:
The law does not require an expert to convey all his knowledge to the jury about each license agreement
in evidence, but a lump-sum damages award cannot stand solely on evidence which amounts to little
more than a recitation of royalty numbers, one of which is arguably in the ballpark of the jury’s award,
particularly when it is doubtful that the technology of those license agreements is in any way similar to
the technology being litigated here.93
ii) Wordtech
In Wordtech Systems, Inc. v. Integrated Networks Solutions, Inc.,94 defendant INS infringed Wordtech’s patent covering an
automated compact disc duplicator.95 At trial, Wordtech introduced into evidence “thirteen patent licenses that it previously
granted to third parties for rights to some or all of the patents-in-suit.”96 Stressing that “comparisons of past patent licenses to
the infringement must account for ‘the technological and economic differences’ between them,” the Federal Circuit reversed
the jury’s damages award of a lump-sum royalty.97 Once again, the court held that the jury had an insufficient basis for
comparison between the evidentiary licenses and the hypothetical license at issue.98 Eleven of the licenses involved a running
royalty.99 The court acknowledged the potential relevance of these licenses, but found no basis for comparing the running
royalties with the lump- *197 sum award.100 In addition, “Wordtech signed several of these licenses after initiating or
threatening litigation against the licensees, and ‘litigation itself can skew the results of the hypothetical negotiation.”’101 As

for the remaining two licenses, “[n]either license describe[d] how the parties calculated each lump sum, the licensees’
intended products, or how many products each licensee expected to produce.”102
iii) Uniloc
In Uniloc USA, Inc. v. Microsoft Corp.,103 the Federal Circuit rejected the ubiquitous 25% “Rule of Thumb” for the
reasonable royalty analysis.104 In doing so, the court summarized Lucent, ResQNet, and Wordtech as holding that “a patentee
[cannot] rely on license agreements that [are] ‘radically different from the hypothetical agreement under consideration’ to
determine a reasonable royalty.”105 “The meaning of these cases is clear: there must be a basis in fact to associate the royalty
rates used in prior licenses to the particular hypothetical negotiation at issue in the case.”106
d) A Distillation of the Case Law
The ResQNet line of cases does not teach that in order to provide admissible evidence of a reasonable royalty a prior license
must exactly match the circumstances of a hypothetical negotiation. Instead, ResQNet and the related cases emphasize the
importance of the offering party linking the prior license to the patent-in-suit. The offering party must explain how the
agreement is useful in calculating the reasonable royalty, and how any different circumstances surrounding the prior license
would affect the hypothetical negotiation at issue in the litigation.
*198 The necessity of a link between the prior licenses and the hypothetical license under consideration is not a new concept.
In Georgia-Pacific, the court recognized the importance of such a link.107 Some of the licenses offered in that case were for
manufacture and sale outside of the United States, where the patentee had no facilities or plans to sell.108 The court found
these circumstances very different from a license to a direct competitor within the United States.109 Accordingly, the court
found “no sound basis for a meaningful comparison,” so that “the amounts of the royalties payable under the foreign licenses
[did] not carry any significant weight with respect to the issue of a reasonable royalty.”110 Similarly, in a related context, the
Federal Circuit has noted that a party seeking to rely on litigation licensing fees to show commercial success must
demonstrate a nexus between the fees (the evidence of commercial success) and the merits of the invention.111 Because it is
“often cheaper to take licenses than to defend infringement suits,” a prior litigation license may not be useful to show that the
patented invention enjoyed commercial success, and the patentee is responsible to demonstrate the nexus between the fees
paid and the patent’s value.112
The takeaway from the ResQNet line of cases is that any prior licenses used to prove a reasonable royalty must be presented
in a way that is useful to the fact-finder in calculating the reasonable royalty. If the prior licenses include a re-bundling
agreement and service contracts, the evidence must be presented in a way that coherently links the license to the
patent-in-suit and accounts for the value of the other licensed items. If the license is for a running royalty and the patentee is
seeking a lump sum, the license must be presented in a way that allows the jury to confidently value the running royalty in
terms of the bargaining parties’ expectations, so that the running royalty can be translated into a lump sum.
The more similar the licenses are to the hypothetical negotiation at issue, the greater their probative value. As the link
between the prior license and the current *199 litigation becomes more tenuous--for example, if the patent-in-suit was in the
prior license, only one patent in a very large patent portfolio involved in a cross-license agreement resulting from
litigation--the probative value of the license decreases. And, of course, the licenses must be at least minimally comparable in
order to be at all probative.
Once the licenses meet a low threshold similarity requirement, the differences and similarities must be explained in a way
that allows the jury to account for the differences in determining the relationship of the licenses to the reasonable royalty at
issue. In other words, the jury must have some “testimony with which to recalculate in a meaningful way the value of [the
offered agreements] to arrive at the . . . damages award.”113 The non-offering party will attempt to highlight the distinctions
between the offered license and the hypothetical negotiation.
3) Bases for Exclusion of Litigation Licenses: Rules 402, 403, and 408
Courts that have excluded litigation licenses from evidence have relied primarily on three Federal Rules of Evidence in
reaching their conclusion. The first is Rule 402 (relevance).114 The second is Rule 408 (settlement offers and agreements).115
Finally, some courts exclude litigation licenses based on a Rule 403 balancing of the probative value and the prejudicial

effect of the licenses.116
Following ResQNet, courts remain divided as to discovery and admissibility of litigation licenses. Some courts have
continued to impose a broad exclusion, noting that the seemingly off-hand remarks regarding litigation licenses in ResQNet
were not sufficient to upset established case law.117 Other courts have determined that, following ResQNet, litigation licenses
may be admissible.118 Courts following the second path have subdivided into two camps: those that allow discovery of (and
*200 potentially admission of) settlement negotiations surrounding a litigation license,119 and those that do not.120 This section
examines the exclusion of litigation licenses under each of the three rules discussed above.
a) Rule 402
Rule 402 provides that irrelevant evidence is inadmissible.121 Evidence with any probative value--that is, evidence having any
tendency to make the existence of any fact that is of consequence to the determination of the action more probable or less
probable than it would be without the evidence--is relevant.122
i) Federal Circuit Precedent
Courts excluding litigation licenses for lack of probative value under Rule 402 usually rely on the Supreme Court’s oft-cited
statement in Rude v. Westcott:
It is clear that a payment of any sum in settlement of a claim for an alleged infringement cannot be taken
as a standard to measure the value of the improvements patented, in determining the damages sustained
by the owners of the patent in other cases of infringement. . . . The avoidance of the risk and expense of
litigation will always be a potential motive for a settlement.123
The Court’s statement in Rude is quite accurate in the established royalty context in which that case was decided; a litigation
license does not necessarily reflect the proper royalty, so a royalty agreed upon in the midst of litigation would not result in
an established royalty. But courts have extended this statement to exclude *201 litigation licenses in the context of a
reasonable royalty,124 and have often inaccurately described Rude as a reasonable royalty case.125
The extension of Rude to the reasonable royalty context is unwarranted because, in the reasonable royalty context, the
offering party is not seeking to establish the litigation license as the royalty standard. Instead, the offering party is seeking to
use it--with appropriate caveats and explanations--as evidence of a reasonable royalty.126 Thus, it is a mistake--though an
oft-committed one--for courts to treat Rude (reversing an award of damages where the award relied on a litigation license to
determine an established royalty) as though it involved a determination of a reasonable royalty. And, although the first
Georgia-Pacific factor is sometimes stated as “[t]he royalties received by the patentee for the licensing of the patent in suit,
proving or tending to prove an established royalty,”127 it is not obvious why evidence relevant to a reasonable royalty should
be limited to evidence relevant to an established royalty.128 Put another way, “the necessarily speculative hypothetical
negotiation is rendered less speculative by use of as many facts as can be gleaned from the evidence to create a reasonable
royalty.”129
Sitting by designation in a district court, Chief Judge Rader, the chief judge of the Federal Circuit, authored the most notable
opinion excluding litigation licenses under Rule 402 in a reasonable royalty case, Cornell University v. Hewlett-Packard
*202 Co.130 In his unpublished opinion, Judge Rader cited two Federal Circuit cases--Studiengesellschaft Kohle, m.b.H. v.
Dart Industries, Inc.,131 and Deere & Co. v. International Harvester Co.,132--as establishing “a body of case law excluding
license agreements ‘eroded by litigation’ as irrelevant to the Georgia-Pacific reasonable royalty analysis.”133 Judge Rader held
that
[b]ecause the . . . licenses [were] signed under threat of litigation . . . [the] license amounts do not speak to ‘the amount which
a prudent licensee--who desired, as a business proposition, to obtain a license to manufacture and sell a particular article
embodying the patented invention--would have been willing to pay as a royalty.’ Accordingly, the offer and license amounts
were eroded by litigation and are therefore irrelevant and inadmissible.134
Neither of the two cases referenced in Cornell demand a broad exclusion of litigation licenses under Rule 402. In
Studiengesellschaft, the Federal Circuit affirmed the district court’s reversal of a special master’s damages determination.135

The special master admitted a prior litigation license into evidence, but largely ignored it.136 The district court held that the
special master erred by undervaluing this license, because the earlier litigation license was entered by the prior parties after a
court of appeals held the patent to be valid and infringed; the only issue remaining in the earlier litigation was an accounting
for damages.137 At the time of the prior license, the patentee and infringer occupied the same position as the hypothetical
negotiators in a reasonable royalty calculation; the patent was unquestionably valid, enforceable, and infringed.138 This license
was more relevant--not less relevant--than a non-litigation license, under which the parties may still differ on the validity or
infringement of the patent.139 Rather than holding litigation licenses to be irrelevant to a reasonable royalty determination, the
Federal Circuit in Studiengesellschaft affirmed the district court’s holding ascribing error to the special *203 master for
ignoring the litigation license under the particular set of facts in that case.140
In Deere & Co., the district court excluded a prior license on the basis of Rule 408.141 The Federal Circuit held that this
exclusion was error, because there was no evidence that the prior licensee had ever infringed the patent prior to the license
agreement--in other words, there was no evidence of a disputed “claim” for the purposes of invoking Rule 408.142
Nevertheless, the Federal Circuit found that the error was harmless, because the district court alternatively found the prior
license to be of such little probative value that it would not change the outcome.143 The Federal Circuit expressly noted that
the district court did not find the prior license inadmissible under Rule 402, but instead merely found the prior license to be
“of little or no significance to the issues of an established royalty or a reasonable royalty.”144 The court held that the district
court could “properly discount” the value of the prior license given the defendant’s ongoing infringement in the market and
the ongoing litigation, but that does not suggest that the license was irrelevant, particularly given the Federal Circuit’s
express conclusion that the district court did not find the license inadmissible under Rule 402.145
ii) Courts’ Conflation of Imperfection and Irrelevance
Neither Rude nor the Federal Circuit’s prior cases have held litigation licenses irrelevant to a reasonable royalty
determination. But this does not answer the more important question of whether such licenses are, in fact, irrelevant. The
reasoning employed in Cornell--that litigation licenses are irrelevant because they do not mirror the hypothetical
negotiation’s standard of a prudent licensee who desired, as a business proposition, to obtain a license to manufacture and sell
an article embodying *204 a patented invention--goes too far, because it conflates imperfection and irrelevance.
While the dissimilarities between an existing license’s circumstances and those of the hypothetical royalty affect the
precision with which the existing licenses suggest a reasonable royalty, such dissimilarities do not render existing licenses
irrelevant. This logic would compel a finding of irrelevance for any license taken under circumstances differing from the
hypothetical negotiation, including many kinds of licenses uncontroversially admitted into evidence. For instance, courts
routinely admit and consider licenses entered well before or well after the date of the hypothetical negotiation, even though
these licenses are often entered into under different prevailing circumstances existing at the time of the hypothetical license.146
In fact, Judge Rader has recognized that although these licenses are not exact matches they are still relevant.147 Like litigation
licenses, these licenses are not perfect carbon copies of the hypothetical license, but neither are they irrelevant.
In the case of a license entered into at a different time than the hypothetical negotiation, the fact-finder must determine if any
material market conditions or other circumstances differed at the time of the hypothetical negotiation. If there were material
changes, the fact-finder must then determine how the existing conditions were reflected in the valuation of the prior license
and how those conditions would affect the valuation of the hypothetical license. This is a difficult chore, and may limit the
probative value of such a license, but it does not render it irrelevant. Likewise, it is unquestionably difficult to extract
value-related considerations in a litigation license from the external considerations not related to the value of the patented
invention. However, the litigation license still reflects, to some degree, the value of the patented invention (that is, the amount
the prudent licensee would be willing to pay). As long as the value of the invention makes up any component of *205 the
litigation license, it is relevant to answer the question of what the proper value of the invention is (that is, what value should
be ascribed to a reasonable royalty).
iii) The Effect of Litigation Considerations on Non-Litigation Licenses
Litigation licenses do not become irrelevant simply because litigation considerations factor into the royalty amount. Royalties
are usually paid to avoid litigation--most people who thought that they could infringe a patent with impunity would likely do
so.148
Even in licensing discussions occurring prior to any potential infringement, the parties incorporate assumptions regarding the

prospect of litigation into their analysis. For example, the recipient of a given licensing offer faces four alternatives. It may
(1) accept or otherwise negotiate to obtain a license; (2) manufacture the contemplated product without a license and face
potential litigation; (3) attempt to design around the patent (or, in cases where the party does not believe the contemplated
product to infringe, redesign the contemplated product to give the patent a wider berth), then manufacture the re-designed
product, and face potential litigation; or (4) abandon any plans regarding the contemplated product.149 The recipient of the
offer will attempt to factor in the likelihood and projected outcomes of litigation under the various scenarios in order to
determine the most efficient option. Judge Easterbrook has it right:
[P]eople may settle patent litigation to reduce the costs of the legal process. The terms of a settlement
reflect these costs as well as the parties’ estimates about the probable outcome on the merits if the case
proceeds . . . . Yet deciding whether to take a license entails a similar assessment of the risks posed by
litigation--prediction and avoidance of costs before suit begins . . . .150
iv) The Inescapable Role of the Patent’s Value in a Litigation License
Like any other settlement, the amount a party is willing to pay or accept for a litigation license (LL) generally consists of
three core components: the likelihood of liability (L, the party’s assessment of patent strength); the expectation value of the
damages (D, the party’s assessment of the patent’s value); and the party’s expected *206 litigation costs (LC).151 In the
absence of externalities,152 a rational patent-infringement defendant should be willing to pay in settlement an amount less than
or equal to the expectation value of the total exposure in the litigation, LLDef. ≤ LDef. * DDef. + LCDef.153 Similarly, a rational
patent-infringement plaintiff should be willing to accept in settlement an amount greater than or equal to the expectation
value of the net recovery in litigation, LLPla. ≥ LPla. * DPla. - LCPla.154 Even where a license is almost exclusively the product of
considerations external to the value of the license (such as costs of litigation and the likelihood of non-infringement), there is
still some component of the settlement reflecting the patent’s value--or its lack of value--to the parties.
Because the patent’s value represents a necessary consideration in reaching a litigation license, the cost of a litigation license
can provide information about the patent’s non-litigation value to the parties to the license. Imagine a litigation license
reflecting a lump-sum royalty of $500,000. If we can discover the parties’ belief of the patent strength (the likelihood of a
finding that the patent is valid, enforceable, and infringed) and their expected costs of litigation, we can learn something
about the patent’s non-litigation value to the parties.155 For example, if the plaintiff perceived only a 10% chance of liability,
and estimated litigation costs to be $250,000, then we know that the value of the patent as gauged by the patentee is less than
$7.5 million.156 Similarly, if the defendant’s expected litigation costs were $400,000 and it perceived a 10% patent strength, it
would settle for $500,000 only if the patent value is greater than or equal to $1 million. Royalty value is less likely to be a
driving force in the settlement amount as the chances of recovery decrease, or as expected litigation costs increase, but the
only way to eliminate royalty value *207 as a consideration in a litigation license (and, consequently, to eliminate any chance
that the license has probative value in future litigation) is for both parties to be certain of a defense verdict.
Of course, the non-patent-value components of a settlement amount must be peeled away in order to glean any probative
value. The fact-finder has to draw substantial inferences as she attempts to determine the settling parties’ assessments of
patent strength and litigation costs. But, as Judge Friendly put it in a case outside of the patent context, “the length of the
chain of inferences necessary to connect the evidence with the ultimate fact to be proved . . . does not render the evidence
irrelevant.”157 Put another way, “so long as a chain of inferences leads the trier of fact to conclude that the proffered
submission affects the mix of material information, the evidence cannot be excluded at the threshold relevance inquiry.”158 As
the chain of inferences upon which evidence depends for its probative value lengthens, the probative value decreases
proportionately, but that is a question for Rule 403--not Rule 402.159
The real question is not whether litigation licenses have probative value, but whether the probative value is large enough and
reliable enough to be worth the effort of uncovering it. This question is addressed in the sections that follow.
b) Rule 408
Despite having some probative value, litigation licenses may nevertheless be excluded under Rules 403 or 408. Rule 408
precludes admission of settlement offers or agreements “when offered to prove . . . [the] amount of a claim that was
disputed.”160 In the context of litigation licenses, courts often conflate a litigation license’s diminished probative value with
inadmissibility as a Rule 408 settlement communication.161 A Rule 408 exclusion, however, does not depend on the absence

*208 of probative value--the probative value or reliability of the offered license is generally irrelevant to exclusion under the
language of Rule 408.162 Consequently, the Federal Circuit’s statement about the reliability of the litigation license in
ResQNet would not impact a Rule 408 analysis.163
i) The Operation of Rule 408 in the Reasonable Royalty Context
It has been argued that Rule 408 does not apply in the reasonable royalty context because “evidence considered in reaching a
reasonable royalty determination does not purport to ‘prove’ the amount of the claim,” but is instead “used in conjunction
with all other relevant evidence to assist the fact-finder in determining an amount of damages.”164 This argument parses too
finely--it fails to account for the difference between evidence offered to prove the amount of the claim (any evidence *209
offered for the purpose of proving the amount of the claim) and an assertion that the amount stated in the evidence is the
correct amount of the claim. Stated differently, the rule does not require that the offeror be seeking to prove that the
settlement amount is the correct amount of the claim, but merely that the offeror is offering the license as evidence of the
amount of the claim.165 Such is the case in the reasonable royalty context.
Moreover, the policy considerations behind Rule 408 apply to litigation licenses. Rule 408 was drafted to encourage
settlement and to encourage full and frank negotiations.166 The admission of settlement agreements in subsequent
infringement litigation as evidence of a reasonable royalty would, at least to some degree, inhibit settlement. This is because
settlement generally reflects a compromise--a resolution in which neither party fully receives that to which they believe they
are entitled.167 Because of the compromising nature of a settlement, a patentee may hesitate to settle for an amount less than
what he believes is the patent’s value if he knows that the settlement amount will be later used to prove the value of the
patent. In other words, the parties now must include an additional consideration into the settlement calculus. Thus, instead of
the patentee settling if LLPla. ≥ LPla.*DPla. - LCPla.168 the patentee will settle only if LLPla. ≥ LPla.*DPla. - LCPla. + SLPla., where SLPla
equals the plaintiff’s expected decrease in subsequent reasonable royalty awards.169
Consider an overly-simple potential settlement from a hypothetical patentee’s point of view. The patentee intends to file two
infringement lawsuits against similarly situated defendants, both of whom sold approximately 1 million infringing *210
widgets. The patentee believes, after an honest evaluation, that its patent should command a royalty of $1 per infringing
widget manufactured, for a royalty of $1 million for past infringement. The patentee also believes that trial would cost
$500,000170 and, for present purposes, we will assume that the patentee is unusually confident in his success at trial,171 so that
the patentee’s settlement range begins at $500,000.172 After negotiations, Defendant 1 has offered to settle for $650,000, or
$0.65 per infringing widget. Leaving aside the possibility of an injunction or enhanced damages (assume that neither
defendant willfully or knowingly infringed),173 the patentee should accept the settlement agreement. But, if the patentee
believes that the litigation license would be admitted into the trial against Defendant 2, the patentee must consider not only
the discount in the settlement amount in this case from the amount it is entitled to receive ($0.35 per infringing widget), but
also the settlement’s discounting effect on the future lawsuit, which instantly becomes worth less as a result of the settlement.
With the litigation license in evidence, the patentee would no longer expect a jury to award $1 per infringing widget as a
reasonable royalty, despite the patentee’s best efforts to explain away the reduced litigation license as a concession due to
costs of litigation and the like.174 So, if the patentee were to settle with Defendant 1, it may believe the best it could do at trial
against Defendant 2 is only $0.75 per infringing widget.175 Settlement now costs the patentee $600,000 instead of $350,000.
With litigation costs of $500,000, the patentee should go to trial instead of settling. If, on the other hand, *211 the agreement
were inadmissible against Defendant 2, the patentee should settle with lawsuit against Defendant 1.176 Thus, if Rule 408 was
designed to promote settlement, its purposes support exclusion of litigation licenses.
ii) Rule 703 as an Exception to Rule 408
Even if a litigation license is excluded from evidence under Rule 408, it may enter through the back door in the form of
expert testimony. This is because Rule 703 allows an expert to rely on inadmissible evidence in forming her opinion, if the
evidence is “of a type reasonably relied upon by experts in the particular field in forming opinions or inferences upon the
subject.”177 Some courts have held that experts generally may rely on litigation licenses and negotiations, as long as the expert
does not rely on them exclusively.178 This does not automatically make evidence of the litigation license admissible through
the expert, however, because otherwise inadmissible facts “shall not be disclosed to the jury by the proponent of the opinion
or inference unless the court determines that their probative value in assisting the jury to evaluate the expert’s opinion
substantially outweighs their prejudicial effect.”179 At least one court has “decline[d] to eviscerate Rules 408 and 403 by
admitting the evidence of [litigation licenses] through the back door of Rule 703.”180 Thus, even if the court permits an expert
to rely on litigation licenses in forming her opinion, evidence of those litigation licenses will not reach the jury unless the

proponent convinces the court that its probative value substantially outweighs its prejudicial effect. Because this requires a
balancing test similar to that performed under Rule 403 (but with a different burden placement), the probative value versus
prejudice dichotomy will be discussed in the next section, dealing with the admissibility of litigation licenses under Rule 403.
*212 c) Rule 403 and the Probative Versus Prejudicial Balance
Rule 703-based admissibility requires a balancing test, with the default rule being inadmissibility.181 Rule 403 requires a
similar balancing test, but the default rule is admissibility.182 Under Rule 403, relevant evidence “may be excluded if its
probative value is substantially outweighed by the danger of unfair prejudice, confusion of the issues, or misleading the jury,
or by considerations of undue delay, waste of time, or needless presentation of cumulative evidence.”183 Thus, if the litigation
license is excluded under Rule 408, it may only come in through expert opinion, and only when the proponent shows that the
probative value substantially outweighs the prejudicial effect. If it is not excludable under Rule 408, the party seeking
exclusion must show under Rule 403 that the prejudicial effect substantially outweighs the probative value. Either rule
requires a comparison of probative value and prejudicial effect, though the burdens rest on different parties under the two
rules.
i) The Slight Probative Value of Litigation Licenses
As discussed in Part 3(a), supra, litigation licenses have some probative value to a reasonable royalty determination. The
probative value will vary depending on the circumstances surrounding the litigation and the license, but most courts
recognize that the probative value is usually limited by the myriad considerations that go into a litigation settlement.184 If
litigation licenses were afforded determinative value in determining a litigation license, “the giants of a given industry
[could] use threats of costly and protracted litigation to extort an unreasonably low royalty from an impecunious patentee and
then to force the patentee into the litigation while maintaining the hedge that the unreasonably low royalty rate would put a
ceiling on damages.”185 But, “[e]ven where the circumstances are likely to [have altered] the terms of a settlement license
relative to a non-settlement license, an expert or fact-finder can determine the extent to which the settlement license terms are
influenced by the initiation or anticipation of litigation. By considering the settlement license terms and the circumstances
leading to the settlement, an expert or *213 fact-finder can appropriately adjust the settlement license terms for use in a
reasonable royalty determination.”186
The probative value of litigation licenses depends on the circumstances of the case. If a litigation license is the only available
license, the necessity for its admission increases, although the parties must still be given the chance to place it in context and
argue why it does or does not accurately reflect the royalty value of the patent.187 If, on the other hand, other licenses are
available, or the industry has generally-established licensing practices, the probative value of the litigation license decreases
significantly.188 In the case of NPEs, litigation licenses will often be the only available licenses, and may have increased
probative value.189 For example, in Clear With Computers, LLC v. Bergdorf Goodman Inc., the court commented that the
settlement agreements at issue were important to any damage calculation because they would likely be the only licenses of
the patents-in-suit, particularly since “[the Plaintiff’s] business is to litigate and license the patents; it does not compete with
Defendants in the marketplace.”190 Where the owner practices or actively licenses its patent, other evidence may be sufficient
to establish a *214 reasonable royalty even without the admission of litigation licenses with questionable probative value.191
Of course, where the differences between a prior license of any kind and the hypothetical negotiation at issue are too great,
rendering the probative value of the prior license vanishingly small so that the offering party is unable to provide a “sound
basis for a meaningful comparison,”192 the district court should exercise its gatekeeping role to exclude the evidence.193 If a
prior license is sufficiently distinguishable, then the probative value may be so small, and require such guesswork, that it is
error to include it in the reasonable royalty calculation.194 Thus, in ePlus, Inc. v. Lawson Software, Inc.,195 the court excluded
expert testimony where the expert selectively relied on litigation licenses with cross-licensed patents and a lump-sum royalty
in a case in which the plaintiff sought a running royalty.196 The court found it “difficult to perceive a ‘fit’ between a
hypothetically negotiated reasonable royalty rate in the context of this case and the assumptions used by [the expert] to arrive
at the royalty base on which he produced the royalty rates which he sponsors.”197 Similarly, in Alpex Computer Corp. v.
Nintendo Co., the court excluded under Rule 403 a litigation license where the patentee was in bankruptcy at the time of the
prior licensing, the patentee’s patent counsel testified that the patentee accepted *215 the license “because it did not have
sufficient funds to take its lawsuit to trial,” and both parties agreed that “the admissibility of [this evidence] could have a
profound effect on potential damages” in the case.198 In other words, as the Federal Circuit explained in Uniloc, the ‘licenses
relied on by the patentee in proving damages [must be] sufficiently comparable to the hypothetical license at issue in suit,‘

and the patentee’s failure to demonstrate comparability ‘weighs strongly against” any use of such non-comparable licenses.199
To make the necessary comparison, the fact-finder must understand the relative strengths and weaknesses of the original
parties’ case and, more importantly, the original parties’ beliefs (even if incorrect) regarding the relative strengths and
weaknesses of their case. How likely is it that the defendant believed (even incorrectly) the patent to be invalid or not
infringed? How great did the parties perceive the likelihood of an injunction to be, and how important was it to the defendant
to avoid an injunction?200 A litigation settlement undoubtedly gives us some insight into the parties’ perceived value of the
claim,201 but the value of the claim does not by itself prove the patent’s value. A given settlement may reflect a discount for
lack of certainty in validity or infringement, or it may significantly overcompensate the patentee because of the infringer’s
fear of an injunction or enhanced damages. And, of course, the settlement also incorporates the parties’ litigation-cost
expectations. All of these considerations (in addition to the other issues that are typical of non-litigation licenses) must be
explored and removed if we are to bestow significant probative value on a litigation license.
*216 A quick overview of the analogous issue of property valuation provides some helpful insights into the use of litigation
licenses.202 Courts determining the fair market value of property traditionally hold that recent sales are the best evidence of
the property’s fair market value.203 On the other hand, “[t]o the extent that a sale is motivated in part by considerations other
than the value of the property sold, the sale price carries [little] weight as evidence of actual value.”204 When the sale occurs at
arm’s length, a recent sale price is presumed to be the fair market value, and the opposing party bears the burden to identify
other circumstances negating its reliability.205 Sales resulting from litigation settlements, however, are not arm’s-length
transactions giving rise to such a presumption.206 Indeed, these sales may hold “negligible” probative value.207
Although litigation licenses have some probative value, that probative value may be inextricably intertwined with
irrelevant--and, worse, prejudicial and confusing--information. If the probative material--the value of the patent to the
parties--cannot with reasonable certainty be extracted from the other considerations that factored into the litigation license’s
amount, the license adds little to the reasonable royalty evidence in the case. If the use of the litigation license is at all
prejudicial, it should be excluded in those circumstances. The next section discusses the potential prejudices resulting from
the use of a litigation license, and compares and contrasts them with prejudices resulting from the use of non-litigation
licenses.
ii) The Prejudicial Effect of Litigation Licenses
Under Rules 703 and 403, the probative value of the litigation license must be balanced against the prejudicial effect of
admission of a litigation license into evidence. These potential prejudices include: (a) mini-trials (distractions from the main
issues in the case by forcing sub-litigation of the prior case); (b) prejudice *217 through a jury’s over-reliance on litigation
licenses; and (c) increased and invasive discovery into settlement negotiations.
(1) “Mini-Trials”
One obvious potential for prejudice in the admission of litigation licenses is that their probative value in a reasonable royalty
determination (their utility in determining the amount of the hypothetical license) is buried beneath layers of external
considerations contributing to the license value. In other words, the litigation license requires further explanation and analysis
before it can be helpful in determining a reasonable royalty.
At the extreme, this further explanation could take the form of “a ‘mini-trial’ on similarities and differences in the facts
regarding the ‘same’ claims against the other defendants to determine what, if any, light the [license] sheds on the value of
the claim” against the alleged infringer.208 The defendant seeks to prove that the patentee had no viable claim against the prior
defendants, so that the settlement value did not reflect the patent value, but was largely attributable to litigation costs and
risks. The patentee, on the other hand, seeks to prove that the settlement value was discounted from the patent’s value as a
function of its own litigation costs and risks. Consequently, both of the parties ask the jury to analyze the strengths of the
claims and defenses in the prior case in order to “show whether and to what extent the rate from a prior license agreement is
the result of a compromise or reflects a desire to avoid litigation.”209 Thus, the use of litigation licenses invites “mini-trials”
into the merits of the prior claim, in order to interpret the settlement value.
(A) Non-Litigation Licenses and “Mini-Trials”
Few would dispute the point that the use of litigation licenses may require an in-depth analysis of the prior licensing

circumstances, but an objection might nevertheless be raised: even a non-litigation license that differs from the hypothetical
negotiations in any material way necessitates some explanation in order to demonstrate its probative value.210 Indeed, that was
the lesson of ResQNet and its progeny.211
*218 For example, the hypothetical negotiation usually assumes that the parties are negotiating toward an unrestricted “bare”
license.212 In contrast, a prior licensee may have received a discount if its licensed territory were limited, or paid a premium if
it received an exclusive license.213 Where a license grants rights to a bundle of patents, rather than just to the patent-in-suit,
the licensee would presumably pay more than the hypothetical negotiator, because the licensee of a bundled license that
includes the litigation patent would receive more than the licensee of a single license for only the litigation patent. Similarly,
cross-licenses add a wrinkle because the licensee pays for a license to the patent in suit in part by granting a license to its own
patents.214 In order to extract usable information from one of these licenses, the fact-finder must draw conclusions regarding
the value of the discounts associated with limited rights, or the premiums associated with additional rights (relative to the
unrestricted bare license). In a cross-license, for example, the fact-finder must isolate the litigation patent on one side of the
equation and monetize the other patents (or cancel them out) in order to gain insight into the value of the litigation patent to
the prior parties.215 In essence, a mini-trial is required on the value of all of the patents exchanged by and received by the
Patentee.216
Even a traditional bare license of only the litigation patent is not necessarily perfectly representative of the reasonable royalty
analysis. The reasonable royalty analysis assumes that the parties know that the patent is valid, enforceable, and infringed
*219 by the defendant’s product:217 in Lemley and Shapiro’s helpful shorthand, that the patent has a “patent strength” of
100%.218 In the traditional setting, on the other hand, the royalty is discounted for uncertainties related to the patent strength.219
Stated differently, the parties to a traditional license do not know with certainty that the patent is valid or would be infringed
by the licensee’s product. Consequently, the level of uncertainty should result in a proportional discount on the royalty.220
Moreover, the market conditions surrounding a prior license may be different from those existing at the time of the
hypothetical negotiation,221 and the infringer may always argue that it would have paid--and the patentee would have
accepted--significantly less than the amount of any prior license because of the size of the infringer,222 the infringer’s
expected sales volume,223 or the existing commercial relationship between the parties and associated goodwill.224 Roy Epstein
summarized some of the dangers and difficulties involved in using any license in proving a reasonable royalty:
*220 The Georgia-Pacific factors invite the use of actual negotiated royalties as benchmarks. Comparables are always
desirable in a damages analysis but they can be treacherous. It is necessary to control for many different license
characteristics. However, the number of publicly disclosed royalty rates is limited, as is the amount of information on the
terms of each license. There are probably few cases where an arm’s length royalty is available for a similar product
negotiated at a similar time under similar terms for a similarly situated infringer/licensee.
Ensuring comparability raises a host of issues. License terms involving duration, field of use, and exclusivity, can vary
widely. A particular rate may reflect a larger transaction in IP that includes cross-licenses. There may be non-cash features
such as know-how transfer and product support that obscure the stand-alone value of the patent.225
This point is well taken--the use of any prior license to prove a reasonable royalty may involve a complex comparison and
contrast between that license and the hypothetical negotiation.
(B) Litigation-Licenses and “Mini-Trials”
Although any license creates some risk of “sideshow” litigation by requiring a potentially-complex comparison in order to
prove its utility to the reasonable royalty calculation, litigation licenses are unique in some significant ways. One important
difference between the use of non-litigation licenses and litigation licenses is that the mini-trials required for a litigation
license will usually be longer and more complicated than the mini-trials required for a non-litigation license.
The relevant comparisons between a prior license and a hypothetical negotiation can generally be carried out by the parties’
damages experts, who can offer an opinion as to the market value of the patent-in-suit as part of the prior licensees’ products
relative to the infringer’s products. The damages expert can likely also analyze the marketplace similarity of the prior product
and the infringing product. These analyses are necessary to both non-litigation licenses as well as litigation licenses. But a
damages expert would likely not be competent to read the claims of the patent-in-suit onto the prior defendant’s accused
products, and therefore could not opine on the relative strengths and weaknesses of the prior defendant’s case. *221 Nor

would the damages expert ordinarily be able to opine on the potential merits of the validity arguments made in the prior
litigation (which may have rested on different prior art than the validity arguments raised by the later accused infringer). In
other words, in addition to testimony about marketplace distinctions between the prior licensed product and the infringer’s
product, a litigation license requires an analysis of the infringement and invalidity contentions raised by the prior parties.
The use of a litigation license may necessitate a full trial of the merits of the earlier case as part of a damages analysis in the
later case. Not only is this time-consuming, but it is almost certain to confuse the issues for the jury, as the merits of one
patent case become intertwined in the damages of another. The district court can invoke Rule 403 to exclude this
time-consuming and confusing testimony regarding the prior infringement case, but any exclusion of this information
severely decreases the probative value of the license, and increases the odds that the jury will erroneously assess the value of
the license.226
On top of this, there is the potential for added confusion as to which court’s claim construction should be read onto the prior
accused products. If the prior litigation reached the claim construction stage (in which the district court construes the
language in the asserted patent claims), it is almost certain that the first court construed the claims differently from the
second.227 Of course, the previously-settling defendant would have been operating under the earlier claim construction, and
that construction may be relevant to the strengths and weaknesses of the prior defendant’s infringement analysis. The later
court surely will want to exclude the prior court’s construction out of fear of confusion, but to the extent it affects the claim
analysis for the previous lawsuit, it is particularly relevant to assigning the appropriate weight to the previous settlement.
(2) Jury Over-Reliance on Litigation Licenses
The risks of prejudice resulting from the misuse or overemphasis of a litigation license are generally greater than the risks of
prejudice associated from other kinds of licenses. In the case of litigation licenses, the litigation-created differences between
the prior license and the hypothetical negotiations are not as apparent as they are with other kinds of licenses. For example, a
jury presented with a prior bundled license including the patent-in-suit and two other patents will know that *222 the patentee
gave up more value in that license than in the hypothetical license for the single patent-in-suit. The jury should also recognize
that, without some additional explanation, it cannot properly evaluate the relative value of the patents.228 The patent-in-suit
would have accounted for an unknown proportion of the licensing rates, and common sense should alert the jury that it needs
additional information to give significant probative value to the bundled license.229
In the case of a litigation license, however, it is less obvious that the license includes considerations external to the value of
the patent; those considerations are not necessarily on the face of the license. Even if the jury learns that this is a litigation
license and appreciates that settlements may be entered into to avoid litigation, the jury is extremely unlikely to appreciate the
very significant costs of litigation, and the monetary value placed on avoiding litigation.230 The litigation license appears on
its face to be highly probative of the reasonable royalty question, and the jury is less likely to recognize that it needs
additional information.231 Moreover, because juries inevitably tend to view settlements as an admission of the defendant’s
liability,232 a jury learning of a prior litigation license will tend to assign the full value of the license to the patent by
assuming--perhaps incorrectly--that the prior defendant infringed. Thus, there is a very substantial risk that the jury will
assign the litigation license more probative value than it is due, both because it appears to be more similar to the hypothetical
negotiation than it actually is and because it appears to be an admission of infringement.233
*223 (3) Litigation Licenses and the Need for Discovery of Negotiations
Most courts and commentators agree that permitting the routine discovery of settlement negotiations--even negotiations
related to the settlement of a prior case--creates an atmosphere hostile to settlement.234 If that holds true in the patent context,
then permitting discovery of the negotiations surrounding a litigation license inhibits patent litigation settlements, a result
contrary to the general policy favoring settlement.235 Even if it is not accurate in patent litigation,236 discovery regarding the
negotiations and the full details of the prior case is likely to be voluminous and time-consuming, so that its burden outweighs
its benefit in most cases.237 Just as a litigation license creates a mini-trial that is a “case within a case,” the discovery of the
circumstances surrounding the prior litigation stands to make all or almost all of the discovery from the prior litigation
relevant to the later litigation, plus additional discovery into the parties’ negotiations.
Some courts, concerned about allowing discovery of settlement negotiations, have opted to admit litigation licenses into
evidence while foreclosing discovery of the accompanying negotiations.238 This solution is unworkable, because discovery of
the negotiations is a necessary corollary of the admission of litigation licenses. As explained below, such discovery allows

the parties to extract the probative value *224 of the license239 and eliminates the unfair advantage otherwise held by the party
involved in the prior settlement.240 Consequently, courts that are concerned about the potential impact of discovery of
settlement negotiations should exclude the litigation licenses from evidence rather than admit them while denying discovery
of the negotiations.241
(A) Extracting the Probative Value from Litigation Licenses
As discussed above, along with the value of the patent, the parties’ perceptions regarding patent strength, litigation costs, and
enhanced damages are incorporated into the amount of their litigation license. As a result, discovery of those perceptions--as
reflected in negotiations--enhances the probative value of the litigation license.242
One traditional response to this point is that the settlement communications lack relevance because they are full of
self-serving statements and hyperbole. The argument suggests the necessity of negotiations makes sense in theory, but is
untrue because
*225 [t]he words spoken during a negotiation are not necessarily true representations of a party’s position. The nature of
negotiations, and indeed often the key to negotiating to one’s own advantage, is to reveal only that which enhances one’s
position. Thus negotiations can be filled with significant posturing and half-truths that convey little useful information as the
parties seek to feel out the other side, establish trust, and gain some advantage.243
This argument inaccurately assumes that self-serving statements in a prior negotiation are irrelevant to the use of the resulting
license in later litigation. Even if negotiating parties make no concessions and only offer “significant posturing and
half-truths” during settlement negotiations, such self-serving statements reveal important information about the negotiating
posture of the parties in the prior litigation.244 The later parties must be able to identify the arguments raised and relied upon
in the prior litigation to assess the patent strength (or, more accurately, the parties’ assessment of the patent strength at the
time they entered into the litigation license). For example, if the alleged infringer in the later litigation is arguing that the
royalty value of the patent is lower due to a cheap design-around,245 it becomes important to know whether the prior alleged
infringer raised the same argument before settling. If a realistic design-around argument were raised, it would be included in
the prior defendant’s self-serving statements made to seek a concession during the negotiations. And, if there is in fact a
realistic design-around, the reasonable royalty is much lower than what would have been agreed to by a licensee who did not
consider, or who could not use, the design-around option.
More importantly, it is inaccurate to suggest that negotiation statements-- even if self-serving--are inherently untrustworthy.
Even self-serving statements must be supported by facts and law. In fact, there is less room for blustering in negotiations after
litigation inception than outside litigation, because positions regarding invalidity, unenforceability, and infringement are
solidified or weakened based on what is revealed during discovery.
During litigation, the scope of each party’s private information is likely to shrink, as the discovery process forces each party
to share critical information with the other party. As information becomes *226 available to both parties, the parties will
begin to cooperate from a common set of facts and understandings. This common set of facts and understandings permits a
settlement license negotiated using this information to reflect a more accurate assessment of the value of the patent-at-issue.246
So, for example, a party may say, “Your patent will probably be determined to be invalid at trial,” even if it doubts the
veracity of this assertion, but the party must include the reasons for its position--what facts and what law support its claim of
invalidity.247 From these reasons, we can get a better understanding of how strong the argument is and, generally, the prior
parties’ likely assessments of that argument. The strength of this position-- rather than the potentially self-serving words the
party uttered--help to determine the probative value of the amount of the litigation license.
MSTG, Inc. v. AT&T Mobility L.L.C. reflects the dilemma courts face in this context, where settlement negotiations are
clearly probative, but general policy militates against the production or admission of such negotiations.248 There, the court
held that settlement negotiations were discoverable, because they would likely “provide grounds for deciding if MSTG’s
prior licenses are--or are not--sufficiently comparable to the patents-in-suit to be used in calculating a reasonable royalty.”249
At the same time, the court hesitated to permit discovery of settlement negotiations because of the potential impact on future
settlements.250 In the end, the court permitted discovery, but limited its decision to “the specific facts at issue between the
parties in this case.”251

(B) Avoiding Asymmetry in the Parties’ Knowledge of Relevant Facts
The purpose of discovery is to foster the exchange of relevant information between the parties.252 This Article has already
shown settlement negotiations to be *227 highly relevant in assessing the probative value of a litigation license as evidence
of a reasonable royalty. In the absence of discovery, however, only the party involved in the prior litigation holds that
relevant information. There is a clear asymmetry of relevant knowledge at the outset of the case. Foreclosing discovery
permits the previous litigant to hold on to that asymmetrical knowledge. This is not unheard of--various privileges, such as
the attorney-client privilege or the physician-patient privilege, act similarly in other contexts;253 but, like other privileges, any
settlement-negotiating privilege could presumably be strategically waived.
A discovery privilege allows the settling party to unilaterally decide when to produce beneficial settlement communications,
while depriving the other party of the right to inspect settlement communications that may be harmful to the settling party’s
position.254 For instance, imagine a scenario in which the patentee, in settlement communications, made a significant
concession in its settlement demands--a concession that it attributed to unusually-high anticipated litigation expenses. The
patentee would then produce this communication in discovery and, presumably, use it at trial.255 On the other hand, if the
alleged-infringer from the previous litigation had agreed to settle for $1 million because its litigation expenses would be at
least that much, the infringer in the later litigation would not have any way of discovering this fact or introducing it at trial. In
other words, in the absence of discovery, the settling party has exclusive knowledge of relevant facts and gets *228 to use
them or hold silent about them depending on the perceived benefit of each course.
(C) Removing the Incentive to Inflate Patent Licenses
The admission of litigation licenses has the potential to work significant mischief when combined with the exclusion of
settlement negotiations and surrounding circumstances--patentees will begin to creatively settle litigation to enlarge the
apparent license value. The potential for this mischief has been recognized by practicing lawyers, who have recommended
that “if your company is a defendant in a multi-defendant case, you may be able to entice the patent owner to settle for a
lower dollar amount in exchange for structuring your settlement to reflect a high effective royalty rate that the patentee can
use in pursuing other larger defendants.”256
One way of manipulating the effective license rate is for patentees to shift the royalty from past infringement to the
forward-looking license for future use of the invention.257 Suppose, for example, that Patentee sues BigCo, who has
manufactured 1 million infringing products and, during settlement negotiations, informs Patentee that it intends to
manufacture 500,000 more infringing products. If the parties would otherwise agree to a running royalty of $1 per
manufactured product, Patentee could offer simply to dismiss the litigation with prejudice258 or covenant not to sue for past
infringement in a separate agreement, and then agree to a running royalty of $2.75 per manufactured product, with a
guaranteed up-front payment of $1,375,000 to be applied toward the first 500,000 products. This scheme saves BigCo
$125,000 based on its expectations, and may prove a wise investment for Patentee, who expects to use this license in
litigation against other entities.259 If the settlement negotiations are not discoverable or admissible,260 the jury may not be
provided the context with which to see through this manipulation, and would instead only be presented with a license
reflecting an inflated royalty rate of $2.75 per infringing product.
*229 (D) The Federal Rules of Evidence and Settlement Negotiations
There is no basis in the Federal Rules of Evidence under which a court could properly admit a litigation license but exclude
the accompanying settlement negotiations.261 Rule 408 applies equally to a settlement agreement and to negotiations,262 so if
the rule does not bar the license, it also does not bar the negotiations. Rule 408 does not allow a party to “have it both ways”
by arguing for admission of the settlement agreements but exclusion of the accompanying negotiations.263 If the litigation
license is probative, so, too, are the negotiations.
While a court might rely on Rule 403 to admit a litigation license but exclude the corresponding negotiations, this reliance
would be misplaced. As explained above, the negotiations serve to strengthen the probative value and decrease the
prejudice--at least to the non-settling party--resulting from admission of the litigation license.
d) Summarizing the Considerations Impacting the Admission of Litigation Licenses

As demonstrated in ResQNet, Lucent, Wordtech, and Uniloc, the Federal Circuit in recent years has taken a strong stance
against what it has perceived to be district courts’ and juries’ over-reliance on evidence with little probative value. The
court’s emphasis on the need for a substantive connection between the license offered and the pending litigation does not
result in the wholesale exclusion of litigation licenses, but it should instruct trial judges to be especially cautious in handling
such licenses.
The preceding sections underscore how attenuated the probative value of litigation licenses can be. There will be cases where
the probative value is significantly greater than average, either because of the settlement circumstances264 or because of the
lack of any other kinds of useful licenses or evidence in general.265 Thus, *230 there may be situations in which litigation
licenses should be admitted. Nevertheless, the court should begin its analysis with a thumb on the scale against the admission
of litigation licenses as a result of the questionable and speculative probative value weighed against the prejudices that inhere
in the use of litigation licenses.
A court deciding whether to admit litigation licenses under Rule 403, Rule 703, or both, should consider a number of factors.
First, it should consider the availability of any non-litigation licenses, which are likely more probative and almost certainly
less prejudicial. The court should also consider other available probative evidence on the reasonable royalty question, such as
industry standards or other factors enumerated in Georgia-Pacific.266 The court should examine the arguments likely to be
raised if the litigation license is admitted--that is, how extensive and confusing any resulting mini-trial would be.267 The court
should consider the likely probative value of the license, bearing in mind that the offering party must be able to establish a
sufficient link to the hypothetical negotiation before the license is sufficiently useful to warrant admission, even in the
absence of any prejudicial effect.268 The court should consider the need for and extent of discovery into the surrounding
negotiations, as well as the effect that such discovery--and its potential admission at trial--may have on settlements more
generally.269 Finally, the court should consider any particulars of the case, such as whether the prior negotiations reveal that
the patentee manipulated the litigation license to give it an inflated value.270
In the usual case, the probative value of the litigation license will be slight and difficult to extract, while the risk of prejudice
and confusion resulting from its admission will be significant. In other words, in the usual case, the license’s “probative value
is substantially outweighed by the danger of unfair prejudice, confusion of the issues, or misleading the jury, or by
considerations of undue delay, *231 waste of time, or needless presentation of cumulative evidence,”271 and the license should
be excluded.
Conclusion
Litigation licenses have a long and controversial history in the realm of the reasonable royalty. These licenses have, however,
stirred even more controversy in recent years due at least in part to the substantial increase in litigation by non-practicing
patent owners and to the Federal Circuit’s ResQNet decision. Although some courts have indicated that ResQNet fully
resolves the litigation-license controversy, that conclusion is unwarranted.
Courts that have referred to litigation licenses as “irrelevant” to a reasonable royalty determination have done so based on
their conflation of imperfection with irrelevance; although litigation licenses are not a perfect match for the hypothetical
negotiation, they are certainly capable of informing the analysis. Thus, it is inaccurate to say that they are irrelevant under
Rule 402. Nevertheless, litigation licenses often have a very small probative value, because it is difficult to distinguish the
role played by patent value in a litigation license from settlement considerations that do not speak to the reasonable royalty at
all.
Balanced against the slight probative value of the litigation license is the risk of substantial prejudice and confusion that
results from litigation licenses. In particular, the use of litigation licenses risks long and complex mini-trials in which the
merits of the prior litigation are tried as part of the damages evaluation in the later litigation--a full case within a case. These
licenses also risk over-reliance by juries, who may not fully appreciate the heavy role that litigation considerations external to
the patent’s value play in a decision to settle an infringement case. Finally, any use of these licenses requires voluminous and
intrusive discovery into the prior parties’ settlement negotiations. Consequently, litigation licenses should generally be
excluded from evidence under the probative versus prejudicial balancing tests set forth in Rule 403 and Rule 703.
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