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I. Introduction 

Inventor Arnold enters an agreement with New Technologies to research and develop a new computer chip design–although 
Arnold has a few good ideas, he is not sure which, if any, will actually work and needs time and money to test them. Inventor 
Betty, meanwhile, enters an agreement with New Technologies to provide a new machine to process computer chips. Unlike 
Arnold, Betty has already developed and successfully tested a prototype of the machine. Before filing a patent application, 
however, both Arnold and Betty decide to wait more than one year after signing their contracts with New Technologies. 
Should either of them now be prevented from obtaining a patent because they delayed applying for one, given the statutory 
and policy considerations for patent protection? 
  
For Arnold, the on sale bar should not apply if, as is the case, the patent law does not wish to discourage the development of 
new inventions.1 In contrast, the on sale bar should apply for Betty if, as is the case, the patent law hopes to encourage 
potential applicants to apply for patents as soon as possible and disclose completed *404 inventions publicly, rather than 
delay applying while profiting from the invention.2 As a compromise, the Patent Act provides a one year grace period after 
the commercial sale of a completed invention within which to file a patent application for the invention.3 The difficulty in “on 
sale” cases arises, however, in situations where it is not clear whether a given invention was “completed” at the time of the 
sale, and courts have attempted to determine what level of completeness is sufficient to trigger the on sale bar. Over the 
years, at least three tests have been used to define when an invention is “completed,” after which any sales of the invention 
trigger the one year grace period. 
  
Most recently, the Supreme Court addressed the issue in Pfaff v. Wells,4 a case decided under Section 102(b) on facts that fell 



 

 

somewhere in between the examples of Arnold and Betty. The Supreme Court introduced yet another standard, the “ready for 
patenting” test.5 Because the Supreme Court so rarely accepts patent cases, the binding precedent will likely stand for some 
time. But the scope of the test is not quite clear. In this article, therefore, I propose a modification of the test that would 
remain entirely consistent with the Supreme Court’s standard. 
  
Part II of the article establishes the background of the triggering of the on sale bar. Part III includes a development of 
significant cases decided and the standards proposed before Pfaff, including the “reduction to practice” and the “totality of 
circumstances” tests. The Pfaff v. Wells case will be examined in Part IV, along with the new “ready for patenting” test and 
the “Bryson test.”6 Finally, in Part V, a new “able to reduce to practice” test is proposed by adding a modification to the 
Supreme Court’s on sale bar test. 
  

II. Developing the Issue: The Role of the On Sale Bar in Patent Law 

An inventor cannot obtain a patent for an invention that was either anticipated by or made obvious in light of previously 
available public material, such as printed publications or prior patents.7 A patent can also be barred, in some cases, because 
*405 the invention was previously used publicly or offered for sale.8 Patents that are issued despite these statutory bars may 
be invalidated in a reexamination or by accused infringers in an infringement suit.9 For any statutory bar challenge, though, 
the patent is presumed valid.10 Accordingly, a party challenging validity under Section 102 or 103 must establish the facts 
supporting invalidity by “clear and convincing” evidence.11 Still, a determination of a barring sale is a question of law, 
reviewed on a de novo standard.12 
  
Section 102, termed “Conditions for Patentability,” lists, in subsections (a) through (g) those events that bar the inventor from 
obtaining a patent.13 In the majority of invalidity cases, the invention is barred by the contributions of persons other than the 
inventor.14 But under Section 102(b), an invention can be barred even by the inventor’s own prior actions.15 Section 102(b) 
precludes a patent for an invention that “was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of the application for patent in the United States.”16 
Section 102(b) prevents an inventor from selling, or even offering for sale, an invention and then obtaining a patent more 
than one year after the sale or offer.17 
  
The on sale bar has caused tremendous confusion and even the Federal Circuit has struggled to develop a clear and consistent 
standard. The less complicated issue in this area of law is whether a “sale” or “offer” was in fact made.18 The significantly 
more complicated issue, recently addressed by the Supreme Court in Pfaff v. Wells,19 concerns a standard for what stage of 
the inventor’s development process it may be said that an “invention” has been put on sale. The issue is a delicate one 
because an inventor should not be barred for offering for sale an idea or *406 concept that has not yet even been researched 
and in fact may take years to develop (an incomplete invention), but should be barred for selling a constructed and working 
embodiment (a completed invention). Put another way, the one year grace period should not serve as a time limit by which 
inventions must be completed after an inventor is first hired; rather, it should reflect a time limit within which an inventor 
must file a patent application after possessing a “completed” invention. Selling the invention more than one year before 
applying for a patent, therefore, has been viewed as an unlawful extension of the twenty year patent term.20 Accordingly, 
there is a constitutional dimension to the statutory bar as well; the Constitution mandates that exclusive patent rights should 
be allowed only “for limited times.”21 
  
Inventors that delay filing do extend the patent term, at least for those inventions that have already been “reduced to 
practice”–that have already been constructed and demonstrated to work for their intended purpose. The American system 
(under 35 U.S.C. Section 102(g)) grants priority of invention to the first inventor - the person that first conceives the 
invention and is able to, with diligence, reduce it to practice.22 In contrast, even if a non-applicant first conceives a novel idea, 
priority will still be given to the patent applicant if the applicant first reduced the idea to practice (actually or constructively 
by filing an application). Without the on sale bar, therefore, an inventor that has already reduced to practice a new invention 
could potentially delay applying for a patent, while profiting from the invention, until either a competitor develops the 
technology or another inventor attempts to patent it. In the case of an invention already reduced to practice, therefore, the on 
sale bar makes sense. 
  
It is far from clear, however, to what degree the on sale bar should affect those inventors that have not yet reduced their 
inventions to practice. After all, the inventor that sells an invention that is not yet reduced to practice delays filing an 
application only at the risk that another inventor will file for a patent on the same technology first. The Assistant to the 



 

 

Solicitor General himself recognized as much, during oral argument before the Supreme Court in Pfaff.23 The moment the 
invention is in fact reduced to practice, however, the inventor should be required to file a patent application or lose the 
exclusive rights of patent protection. 
  
*407 Of course, there will be some instances of commercialization where a product is not reduced to practice but easily could 
have been, thereby extending potential benefits of the patent system beyond the statutory grace period of one year. But there 
are still excellent reasons to advocate a reduction to practice requirement. First, the rule has the advantage of relative 
certainty; the bar simply would not begin before something tangible exists. Second, because commercialization typically 
requires reduction to practice at some stage, any delay is not likely to be very significant.24 But, as will be discussed below, 
these advantages are realized only at the cost of subverting the policies justifying Section 102(b). And Pfaff II attempted to 
remedy the situation, but, as I will argue, did so incompletely. After a review of the case law to date, therefore, I will propose 
that a new “able to reduce to practice” test be used in order to preserve the statutory policy of avoiding unfair 
commercialization while minimizing limits on inventors to fully develop new ideas.25 
  

III. Case Law Prior to Pfaff v. Wells: “Reduction to Practice” and “Totality of the Circumstances” 

The bare language of the on sale bar statute remains largely unchanged since the first legislation that explicitly enacted it in 
1839.26 Accordingly, to give the statute meaning, courts have had to interpret the language and develop standards judicially.27 
Guidance was especially needed regarding when an invention is sufficiently complete to trigger the on sale bar.28 The 
spectrum could have ranged anywhere from the original conception of the invention triggering the bar (triggering as early as 
possible) to a requirement that only the actual delivery of a physical product embodying the invention triggers the bar 
(triggering late).29 
  
*408 Before the Federal Circuit (which now has exclusive jurisdiction over patent appeals) was created in 1982, the 
prevailing standard for what triggered the on sale bar consisted of a three part test reflected in the Second Circuit’s Timely 
Products opinion.30 Under the first part of the test, the invention claimed in the patent had to be “embodied in or obvious in 
view of the thing offered for sale.”31 The second part of the test required that the invention was reduced to practice: “an 
invention cannot be offered for sale under 102(b) until it is completed, which requires not merely its conception but its 
reduction to practice.”32 The third part allowed for the sale of an invention for predominantly experimental purposes, in order 
to test the product sufficiently.33 
  
The first Timely Products element is still valid, and the product offered for sale must contain all elements of the invention 
claimed, or must render the claims obvious.34 The third element also still applies, and experimental sales are excepted from 
the on sale bar.35 Only the second has changed, and significantly, over the years since the influential Timely Products case. 
The reduction to practice test came to be defined as requiring both construction and demonstration that the invention worked 
for its intended purpose.36 
  
The Timely Products requirement of reduction to practice was initially questioned by the Federal Circuit in Barmag Barmer.37 
Barmag argued that its invention had not been reduced to practice by the date of the alleged sale, and so could not have 
triggered Section 102(b).38 Citing a general notion of “statutory policy,” the court concluded that the reduction to practice 
requirement was too “restrictive in that an offer to sell, without the existence of a physical embodiment of what is offered, 
does not start the running of the time period.”39 The statements *409 were dicta, however, because the district court in 
Barmag had found that Barmag’s sale met the narrower reduction to practice requirement.40 
  
Not until three years later, in the landmark UMC Electronics case, did the Federal Circuit advance an alternate standard.41 In 
that case, UMC had built and tested an engineering prototype before making a bid for a Navy project, but did not file for a 
patent until more than one year after the bid.42 UMC argued to the Federal Circuit that a complete embodiment had not yet 
been created, and that reduction to practice should be required before triggering the on sale bar.43 After considering the 
purported policy considerations behind Section 102(b) and other relevant issues, the Federal Circuit proclaimed that 
“reduction to practice of the claimed invention has not been and should not be made an absolute requirement of the on sale 
bar.”44 Reduction to practice prior to the sale date would still, of course, be relevant to a finding of invalidity.45 
  
The test proposed by the UMC court required consideration of “[a]ll of the circumstances surrounding the sale or offer to sell, 
including the stage of development of the invention and the nature of the invention ... weighed against the policies underlying 
Section 102(b).”46 The policies most often cited are the following: (1) preventing removal of inventions from the public 



 

 

domain; (2) encouraging timely disclosure of inventions; (3) preventing the inventor from commercially exploiting the 
invention beyond the statutory limit; all while (4) allowing the inventor a reasonable amount of time to determine the 
potential economic value of the invention.47 By its own admission, though, the Federal Circuit did nothing more to clarify its 
new “totality of the circumstances” test: “ t he above conclusion does not lend itself to formulation into a set of precise 
requirements such as that attempted by the Timely Products court.”48 Moreover, *410 regarding the triggering issue itself, the 
court stated that it would “not attempt here to formulate a standard for determining when something less than a complete 
embodiment of the invention will suffice under the on sale bar.”49 But at least on the facts before it, and considering the 
degree of testing and the significance of what had already been constructed, the UMC court was able to hold that UMC’s 
prototype was a “substantial embodiment” sufficient to trigger the bar.50 
  
Understandably, given the lack of clear guidance in UMC, confusion prevailed. In the year and half from October 1996 to 
March 1998, the Federal Circuit issued three opinions with apparently divergent standards regarding the triggering of the on 
sale bar. First, in Seal-Flex, the court stated that “[t]he general rule is that the on sale bar starts to accrue when a completed 
invention is offered for sale.”51 The invention in that case, an all-weather track, was found to be incomplete, for purposes of 
the on sale bar, because the track had not been tested under all weather conditions.52 For summary judgment purposes, the on 
sale bar trigger was delayed even though the track was already built.53 This was so despite the fact that the inventor’s offer for 
sale was purely commercial; the sale itself was not intended for further experimentation.54 In addition to its holding, the court 
also criticized a “sufficiently complete” standard, which the district court had used, because it would be “unworkable, for the 
inventor will not know, until informed by a judge, at what stage his experimental method became, with judicial insight based 
on hindsight, sufficiently complete to start the time bar to patentability.”55 
  
Despite the warning, the Federal Circuit did in fact adopt a “sufficiently complete” standard in Micro Chemical, Inc. v. Great 
Plains Chemical Company, Inc.56 The invention in Micro Chemical consisted of multiple components.57 At the *411 time of 
the sale, the inventor created a prototype of one element and a sketch of another, but he had difficulty combining the two 
until after the critical date.58 The court responded with a modified standard: “a sale or definite offer to sell a substantially 
completed invention, with reason to expect that it would work for its intended purpose upon completion, suffices to generate 
a statutory bar.”59 Accordingly, since the development at the time of the sale did not embody all of the claimed elements, 
successfully combined, the court found the invention was not substantially complete, and therefore delayed the accrual of the 
on sale bar.60 In Robotic Vision Systems, Inc. v. View Engineering, Inc.,61 the new requirement that all of the elements must be 
developed was extended even further to those components of the invention that were not claim limitations.62 
  
Finally, although a design patent case, the Federal Circuit further muddled the law in Continental Plastic.63 In that case, the 
designer offered for sale a wooden model and drawings representing a juice bottle.64 The designer made some changes, 
however, to the design in order to make the bottle suitable for mass production.65 The changes did not represent limitations in 
the claim, but were only necessary for manufacturing the bottles in an automated fashion.66 The court could have merely 
applied Barmag, where changes made only to obtain “commercial marketability” were not required even under the reduction 
to practice standard.67 Instead, the court applied a test under which changes made to the design that were “minute” were 
“insufficient” to delay the on sale bar.68 In addition, the court claimed that, of the *412 four “totality of circumstances” 
factors, commercial exploitation was the “primary policy underlying an ‘on sale’ case.”69 
  
An inventor faced with these cases, quite understandably, would have little way of knowing which standard would be used, 
much less when the on sale bar would begin to accrue. With the setting of these cases as background, the Federal Circuit was 
faced with Pfaff v. Wells. It advanced yet another standard, this time starting the accrual of the on sale bar even earlier than 
before.70 
  

IV. Pfaff v. Wells: “Expected to Work” and “Ready for Patenting” 

The facts of Pfaff are simple. Wayne Pfaff invented a new computer chip socket at the request of Texas Instruments.71 Pfaff, 
after conceiving a design, prepared engineering drawings for his new socket.72 The drawings were completed by March 
1981.73 Another company was able to tool and produce the chip based on the engineering drawings alone, and Pfaff in fact 
added nothing more to the invention.74 Sending diagrams for production without first developing prototypes was normal 
procedure for Pfaff.75 After submitting his drawings for production, Pfaff entered into a written purchase agreement with 
Texas Instruments on April 8, 1981.76 The sockets were not actually constructed and ready for use, however, until July 1981.77 
And Pfaff did not file a patent application until April 19, 1982, more than one year after the purchase agreement with TI was 
made.78 Therefore, the issue in Pfaff was clear: if the drawings triggered Pfaff’s grace period, his patent was invalid; if 



 

 

reduction to practice was required, the patent was valid (see chart below). *413 Accordingly, the facts presented an ideal case 
to review the issue of the triggering of the on sale bar.79 
  
 
Date 
 

Event 
 

On Sale Implication 
 

March 1981 
 

Drawings complete 
 

Enabling documents available 
 

April 8, 1981 
 

TI purchase order 
 

Commercial sale 
 

April 19, 1981 
 

One year before pat. filed 
 

Critical date 
 

July, 1981 
 

Sockets delivered 
 

Reduction to Practice 
 

April 19, 1982 
 

Patent application filed 
 

Filing date 
 

 
The district court (pursuant to a Special Master’s report) applied the reduction to practice standard, thus maintaining the 
validity of the patent, and also held that some claims had been infringed.80 The Federal Circuit, however, began by 
recognizing that the reduction to practice requirement had been rejected by the court in UMC.81 Instead, the Pfaff court asked 
“whether the invention was substantially complete at the time of the sale such that there was ‘reason to expect that it would 
work for its intended purpose upon completion.”’82 The court found that the drawings represented a finished version of Mr. 
Pfaff’s invention; indeed the drawings themselves were “very similar” to the actual drawings later used in Pfaff’s patent 
application.83 Specifically, the court found that “ t he only step not fully performed at the time of the sale was the customized 
tooling for manufacturing the invention.”84 Thus, in the court’s opinion, the on sale bar had been triggered.85 
  
Two other factors led the court to conclude that, at the time of the purchase order, Pfaff had sufficiently completed his 
invention to trigger the on sale bar.86 First, the invention was a simple one that could have easily been constructed based on 
the drawings alone–this was not an invention that required any further *414 development to make it work.87 Second, the court 
recognized that a prototype had not been completed, but found one unnecessary because, pursuant to his routine practice in 
developing similar products, Pfaff was confident that his invention would work.88 
  
An experimental use argument was also quickly turned down, and so four of the six asserted claims were invalidated under 
the on sale bar.89 Finally, the court applied the “section 102(b)/103 on sale bar,” which means that, in addition to barring the 
invention actually sold (similar to Section 102 anticipation), what was offered for sale before the critical date also became a 
prior art reference for purposes of Section 103 obviousness.90 Under this analysis, and in light of other prior art, the Federal 
Circuit also invalidated the two remaining claims.91 
  
The Supreme Court granted certiorari mainly because the Federal Circuit’s “substantially complete” test appeared nowhere in 
the statute itself.92 The Court harshly criticized reference to a “substantially complete” standard, noting that the rule 
“seriously undermines the interest in certainty” and “finds no support in the text of the statute.”93 The Court similarly 
denounced the vague “totality of the circumstances” test first advanced by the Federal Circuit in UMC.94 The Court agreed 
that reduction to practice was not a requirement under Section 102(b), but for a different reason than the Federal Circuit: 
reduction to practice is not required to obtain a patent.95 Citing at length the Telephone Cases, the Court concluded that Pfaff 
“could have obtained a patent on his novel socket at the time he accepted the purchase order from Texas Instruments.”96 The 
Court correctly reasoned that one purpose of Section 102(b) is to prevent undue delays before inventors apply for patents.97 
Accordingly, the Court advanced a new standard consistent with this *415 policy that would prevent inventors from delaying 
a patent application more than one year after a commercial sale if the inventor could have applied for a patent at the time of 
the sale.98 
  
Specifically, the Court concluded that the on sale bar “applies when two conditions are satisfied before the critical date. First, 
the product must be the subject of a commercial [and not experimental] offer for sale ... [s]econd, the invention must be ready 
for patenting.”99 The second condition can be met, according to the Court, in at least two ways: “by proof of reduction to 
practice before the critical date; or by proof that prior to the critical date the inventor had prepared drawings or other 
descriptions of the invention that were sufficiently specific to enable a person skilled in the art to practice the invention.”100 



 

 

These conditions are summarized in the chart below. 
  
 
On Sale Bar Test 
 

Condition One 
 

Condition Two 
 

Met by: 
 

a) Commercial offer for sale; AND 
 

a) Reduction to practice OR Enabling 
description of invention available; AND 
 

 b) Of a product later claimed or that makes 
claim obvious; AND 
 

b) Available before the critical date 
 

 c) Before the critical date 
 

 

 
Despite the apparently rigid standard, the court left unchanged the experimental testing exception to the on sale bar, so long 
as the sale was not predominantly for a commercial interest.101 
  
It is easy to understand why the court proposed this new test. As stated, one purpose for Section 102(b) is to prevent 
inventors from delaying applying for a patent more than one year after it is “completed.”102 The court concluded, reasonably, 
that an invention should be deemed completed when it is enabling–when the inventor can show a skilled artisan how to make 
the subject of the *416 invention.103 Understandably, then, if a patent could have been applied for, the Court would trigger the 
on sale bar; delays thereafter would be viewed as attempts to extend the patent period.104 
  
The Court applied its new standard to the facts at hand. The first condition was met, according to the Court, because the 
purchase order constituted a commercial sale, occurred more than one year before the filing date, and represented the subject 
of Pfaff’s patent.105 The second condition was met as well, but not under the reduction to practice prong. Instead, the Court 
noted that the “drawings Pfaff sent to the manufacturer before the critical date fully disclosed the invention.”106 In short, under 
the second condition’s second prong, Pfaff could have applied for a patent based on the drawings that were sent to the tooling 
company.107 Because both conditions of the new test were met, the Court affirmed the Federal Circuit’s finding of 
invalidity.108 
  
Pfaff represents a very unique situation and can easily be distinguished by patentees accused of selling a completed invention 
more than one year before filing an application. It was a combination of all of the following that made the on sale bar here a 
relatively easy case; it involved an invention that was, before the critical date: 
a) sold for a commercial purpose,109 
  
b) itself or an obvious improvement thereof later claimed,110 
  
c) designed completely with no further work required by the inventor,111 
  
d) of a simple mechanical item,112 
  
e) one the inventor knew (with reasonable certainty) to work for its intended purpose,113 
  
*417 f) one that required no experimentation for functionality to demonstrate it worked for its intended purpose,114 
  
g) one that contained all of the elements of the claimed invention,115 
  
h) one that the inventor could describe in a manner sufficient to enable one skilled in the art to construct the invention,116 and 
  
i) one that, in retrospect, did in fact work for its intended purpose.117 
  
  
The last factor is the most astonishing and represents the largest weakness of the new test. Unlike its predecessors, the new 
test disregards whether or not the invention actually works, or was even predicted to work for its intended purpose at the time 
of the sale. In short, inventors after Pfaff must not offer for sale anything that they could construct and that they have any 



 

 

reason to believe will work. But that is a rather odd conclusion, because most inventors have confidence in their 
ideas–whether their invention ultimately is a success or not. Rather than recognize that an invention is not “known to work 
for its intended purpose” even if it can be adequately described, Pfaff now imputes on confident inventors a higher level of 
knowledge than actually exists.118 For those inventions that ultimately fail, presumably a patent is not sought, and the matter 
is irrelevant. For example, had Pfaff’s socket not successfully performed its purpose, Pfaff would not obtain a patent at all. 
The new Pfaff II standard is therefore somewhat backward-looking, and makes it difficult for inventors, at least those in 
fields that are not “simple,” to predict whether or not the on sale bar has been triggered. 
  
In addition to the problem of hindsight, two other disadvantages suggest a modified test is needed. First, both Wells and the 
Supreme Court objected to the reduction to practice standard because it used language in Section 102(g) for interpreting 
Section 102(b).119 Yet, both suggested the “ready for patenting” standard that, in essence, relies upon language from Section 
112 to determine the triggering of 102(b). More importantly, the “ready for patenting” test still does not meet the Court’s own 
fundamental objection to the Federal Circuit’s former test: it *418 lacks certainty.120 Inventors will not be able to readily 
determine whether or not their invention is “ready for patenting.”121 The Patent Office and the courts decide whether or not 
Section 112 has been met when a patent application is filed, not the inventor.122 
  
An alternative standard that would provide more certainty had been proposed by Judge Bryson in the Seal-Flex case, and was 
suggested in an amicus brief in Pfaff by the Solicitor General and before the Supreme Court in oral argument.123 Judge Bryson 
wrote that “if the sale or offer in question embodies the invention for which a patent is later sought, a sale or offer to sell that 
is primarily for commercial purposes and that occurs more than one year before the application renders the invention 
unpatentable.”124 The “Bryson test” essentially avoids the degree of completion and the demonstration to work issues by 
assuming that whatever is offered for sale is completed and works, at least in the inventor’s opinion.125 After all, Section 
102(b) is only a grace period, and still grants inventors a relatively generous one year to file even after a sale. Inventors that 
are wary regarding whether their invention will work, under this view, should simply not yet sell the subject of their 
invention. Under the Bryson test, therefore, inventors themselves would decide whether they require more testing or if they 
are sufficiently confident in their invention to offer it for sale.126 
  
The Supreme Court, however, rejected the Bryson test because of “the possibility of additional development after the offer 
for sale” that presumably would avoid the bar.127 But this objection overlooks the 102(b)/103 bar that has been widely 
accepted, and that would properly apply to additional obvious *419 developments.128 Instead, the policy considerations 
behind the on sale bar suggest finding an alternative to the Bryson test, because inventors should not be held to their mere 
confident beliefs. Of the four policy considerations typically advanced, the Federal Circuit has suggested more than once that 
commercial exploitation and extension of the patent term is the most important.129 But the term “commercial exploitation” has 
not adequately been defined, and the concern for the exploitation of an undeveloped idea is likely overstated. And as the 
AIPLA amicus brief aptly noted, “The only way any business can really exploit the commercial value of an invention is by 
making and selling it.”130 
  
Even on the facts of Pfaff, this observation must be true. If, despite his high level of confidence, Mr. Pfaff’s invention failed 
to operate properly, there would have been no commercial benefit to Pfaff, both Pfaff and Texas Instruments entered their 
agreement assuming that the invented sockets would actually work.131 But if their agreement was sufficient to trigger the on 
sale bar, the presence or absence of Pfaff’s drawings would also have been irrelevant; the stage of the invention would not 
matter because the parties’ own assumptions would control. And, ultimately, whether or not Pfaff was delaying the filing of a 
patent when he could have–the essence of “commercial exploitation”–would not matter at all. Bryson’s test, therefore, 
triggers the bar earlier than the justification for Section 102(b) would require or suggest. 
  

V. A New Standard: “Able to Reduce to Practice” 

Another test should be adopted that avoids the shortcomings of the others considered so far, while preserving the policies of 
the on sale bar. In Pfaff, the Supreme Court held that reduction to practice was not necessary, but was still sufficient to trigger 
the on sale bar.132 Alternatively, the bar can now be triggered by the availability of enabling documents.133 This is a somewhat 
paradoxical test, *420 considering the presumed justification for the new standard–undue patent term extension and 
commercialization. 
  
Recall that the reduction to practice test has two elements, construction of the invention and demonstration that the invention 
works for its intended purpose.134 The Court stated that the two elements would trigger the bar. In its new enablement prong, 



 

 

the Court apparently weakened the first half of the reduction to practice standard–no longer is actual construction required; it 
is now sufficient to trigger the bar if an inventor can adequately describe how to construct the invention. The first half of the 
test, therefore, was somewhat broadened. But the second half of the reduction to practice test was ignored–there is no longer 
a demonstration requirement under the “ready for patenting” test.135 But if that is no longer required, why didn’t the Supreme 
Court do away with reduction to practice, or at least change the test to merely require proof of construction of an item to 
satisfy reduction to practice? After all, the Federal Circuit actually focused more on the second half with its “expected to 
work” test.136 
  
The Supreme Court correctly recognized that a requirement of reduction to practice would be underinclusive–some inventors 
could delay patent applications or extend the patent term of a completed invention by postponing actual construction. But the 
new test is overinclusive because an inventor should not be held to have commercialized an unfinished invention–one that the 
inventor believes requires more work before it is ready to use for its intended purpose. Instead of broadening one half of the 
reduction to practice test and ignoring the other, however, the Supreme Court should have broadened both parts of the test, 
but still requiring both. 
  
The “demonstration” half of test could be met not by requiring actual demonstration but at the time the inventor believed that 
work on the invention was finished at the time of the sale. This proposal is similar to the Bryson test, but relies only on the 
inventor’s expectations of success regarding the invention as it stands at the time of the sale, not as it might when it is 
ultimately finished. In short, if the inventor thinks he is done and the product is ready for sale, the trigger starts; if the 
inventor expects to make changes regarding what is later claimed, it does not. 
  
This test prevents inventors from withholding their developments in a manner that would exploit the patent term, while 
making the risks of sales before the critical date clear to inventors. Like the Pfaff II test, those inventions that are “ready for 
patenting” would still be barred, but only if one skilled in the art would reasonably *421 expect the invention to work for its 
intended purpose.137 In short, the inventor’s own actions can bar a later patent if the inventor had sufficient knowledge at the 
time of the sale to reduce the invention to practice. For Pfaff, the result would be the same, because his drawings indicated 
how the invention could be reduced to practice and fully represented an invention Pfaff was confident would work as 
described. 
  
The new standard would also clarify the decision in Micro Chemical v. Great Plains Chemical Company.138 Even though the 
inventor in that case, Mr. Pratt, had constructed a weighing system and had a rough sketch of a mixing system, he did not 
know how to combine the two, and in fact his initial attempts to do so were unsuccessful.139 Not until significant 
improvements were made, presumably non-obvious improvements, did the invention work.140 Therefore, rather than conclude 
that the invention was not “substantially complete,” the court could simply have looked to the inventor’s ability to reduce the 
invention to practice. The new test would be similar to the Bryson test, because the inventor can decide when the invention is 
complete, but only if there is nothing more planned to be done to develop the invention at the time of the sale. Unlike the 
Bryson test, which in some cases would bar inventions that were offered for sale but not at all developed,141 the “able to 
reduce to practice” standard bars a patent only if it was completed such that it could have been constructed and was 
reasonably expected to work in the form represented in the enabling documents at the time of the sale. 
  
The new standard may not offer the same degree of certainty as the reduction to practice test. The reduction to practice test 
uniquely requires a completely constructed invention; anything less would not trigger the on sale bar. But that is precisely 
why the reduction to practice standard is inappropriate–it places too much control in the hands of the inventor to 
unreasonably delay filing for a patent application. The inventor alone can decide, even after commercializing an invention, 
when to reduce the invention to practice. If the on sale bar required reduction to practice, therefore, the inventor could easily 
extend the scope of the patent term by delaying those final steps known to those skilled in the relevant art.142 *422 Requiring 
reduction to practice would also present an anomaly whereby an invention not yet reduced to practice, but offered for sale, 
could bar a patent under Section 103 but not under Section 102.143 However, the “able to reduce to practice test” offers 
certainty, because the inventor knows when the work of invention is done, such that he can both (a) show another how to 
make the invention, and (b) expect it to work without any further development. 
  
The Supreme Court described in the Bonito Boats case the “careful balance” between inventors and the public in obtaining a 
patent within the provided statutory grace period.144 Specifically, the federal patent laws are intended to balance “the need to 
promote innovation and the recognition that imitation and refinement through imitation are both necessary to invention itself 
and the very lifeblood of a competitive economy.”145 Under the balance, patent protection does not extend to those inventors 
that develop inventions that are not new, whether the novelty is affected by the actions of a third party or the inventor 



 

 

alone.146 After all, “it is a condition upon the inventor’s right to a patent that he shall not exploit his discovery competitively 
after it is ready for patenting, he must content himself with either secrecy or legal monopoly.”147 
  
This careful balance is embodied, in the on sale bar context, by the four policy factors supporting the on sale bar that were 
initially proposed under the “totality of the circumstances” standard.148 Review of the policy considerations initially proposed 
under the “totality of the circumstances” standard further supports the new able to reduce to practice test. First, there is no 
concern that products offered for sale but that are not yet sufficiently developed would be removed from the public domain. 
Selling mere concepts, even those that could be constructed but are *423 expected to fail without more research and 
development would not yet be ready for the public.149 Under the proposed test, therefore, the first policy concern would be 
addressed by waiting until the inventor believed he was finished, thus limiting the risk of detrimental public reliance.150 
  
Second, the new standard would encourage the timely disclosure of inventions, but only once the inventor had a sufficient 
degree of knowledge at the time of the sale.151 The patent system does not benefit, after all, from the disclosure of so called 
“half-baked ideas” that are not yet expected to work and do not benefit the public. But the Supreme Court focused on this 
factor almost exclusively, and selected a test that would prevent an inventor from any further research after a patent could be 
filed, however useless it would be.152 But timely patent applications should not be sought at the cost of the other three policy 
considerations especially when commercialization has repeatedly been viewed as the most important. Instead, under the new 
test, the on sale bar would trigger not when the inventor could have assembled the claimed invention, but when the inventor 
knew his work was done. Again, this captures the rationale of the Bryson test that the Solicitor General proposed–the 
inventor decides when the bar should trigger, while not penalizing inventors that know they still have more to do before 
finishing their work.153 
  
Third, commercial exploitation to extend the patent term would not occur for those sales consisting merely of research and 
development arrangements. In oral argument before the Supreme Court, parties argued that the Bryson test was unclear and 
could potentially reach sales of development contracts, such as to seek cures for diseases.154 Commercialization cannot occur 
until the inventor’s work on the new idea, in the inventor’s opinion, is finished. If more research or testing is expected, the 
inventor’s work is not finished, and the invention has not yet been exploited. Under the proposed test, cases where the 
invention was sold, but not yet developed would not fall under the on sale bar.155 Rather, a sale of an invention, once known 
to work, would reflect the inventor’s ability to commercialize while delaying the actual reduction to practice. 
  
*424 And finally, the standard would allow inventors sufficient time to develop inventions and determine the value of 
undeveloped ideas.156 Otherwise, “ i f mere discussions prior to the critical date, or even an agreement to develop and provide 
a device that had not yet been invented, developed, or completed were to be held to be a bar to patentability, then 
collaboration between inventors and customers would be greatly impeded.”157 The Supreme Court was also cognizant of this 
problem, but insisted on requiring inventors to contract around it.158 The able to reduce to practice standard, however, would 
obviate the need for such a contract, and even unwary inventors that offered for sale yet undeveloped ideas without such a 
contract would not be penalized. Moreover, the standard would prevent inventors from fraudulently obtaining such contracts 
even though their inventions were in fact sufficiently developed.159 
  
In addition to the policy considerations, an equally important concern is the exception for sales primarily for experimental 
purposes.160 It is well settled that sales of inventions, even before the critical date, made to determine whether the invention 
works for its intended purpose are acceptable, and do not trigger the bar.161 This is consistent with the able to reduce to 
practice test–if a sale is made without knowledge to expect it to work, the bar is not triggered. In contrast, sales made 
primarily for commercial gain with no further work expected by the inventor, even if not yet completely reduced to practice, 
rightly trigger the bar. In the Pfaff case itself, for example, the Federal Circuit found that Pfaff’s socket test was only a 
fatigue test, and that Pfaff did not need to test functionality.162 Consistent with the proposed standard, because testing was not 
required to demonstrate the invention would work for its intended purpose, the bar was properly triggered.163 This is also 
consistent with prior Federal Circuit jurisprudence, where a finding that functionality *425 of an invention has not been 
established by the time of the sale delays the triggering of the on sale bar.164 
  

VI. Conclusion 

The Federal Circuit, in UMC, eliminated the reduction to practice requirement to trigger the on sale bar, but replaced it with a 
standard that admittedly could not be formulated clearly. The Supreme Court, unhappy with the vague standard, finally 
addressed the on sale bar issue eleven years later and offered a somewhat more reasonable standard in Pfaff II. Still, however, 



 

 

the test could be clarified further by the able to reduce to practice standard, barring a patent for an invention offered for sale 
when the inventor could construct the invention and knew with reasonable certainty it would work in its proposed form. Pfaff 
II could be read to require both elements of the proposed test because of its experimental exception, but the standard must be 
clarified. The Federal Circuit, therefore, should modify the Supreme Court’s test by assuming it applied to the first half of the 
reduction to practice test, and introduce the able to reduce to practice test to incorporate Pfaff II while making the test fair for 
inventors and without exceeding the policy justifications behind Section 102(b). 
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